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Cnapter VIII

INTELLECTUAL PROPERTY RIGHTS: COPYRIGHT AND
TRADEMARK ISSUES

Marie-Christine Janssens and Benoit Michaux
A. CopyrigHT Law

tace The history of copyright law is marked by a constant struggle to
nately respond to the steady advance of technology and new market evolutions.
Jatest in this line of challenges is the digital networked environment that opened
uge potential as a source of online services for information and entertainment,
well as new business models. The digital evolution has not only intensively
ged, and sometimes disrupted, everyone’s world, it also has manifested itself
gigantic challenge for traditional copyright paradigms.' Indeed, while the
pternet became an outstanding outlet for creation and proliferation of content, the
wssive and ever increasing flow of information that is made available on this
ium is to a large extent copyright-sensitive, This “omnipresence” of copyright
only frustrates individual and commercial users, but also rights-owners who
uggle to effectively enforce their rights. The preceding decades have witnessed

tinuous attempts by legislators and courts to uphold protection for the interests
ghts-holders while at the same time achieving a fair balance with user rights
the digital environment,

1. Core concepts of copyright law

(a) The realm of copyright law

oduction The scope of copyright law has expanded considerably since its
rnational acceptance in the first copyright Convention, i.e. the Berne Conven-
tion, in 1886. This treaty essentially aims to protect literary and artistic works.* The

sequent advent of the media of records and broadcasts resulted in the Rome
onvention, which was signed in 1961 and required the setting-up of a protection
heme for so-called neighbouring rights imposing protection for three categories
related beneficiaries, i.e. performers, producers and broadcasting organisations.
By the mid-1990s, two new international frameworks were put in place, namely the

W. Cornish, Intellectual Property. Omnipresent, Distracting, Irrelevant? (Oxford, Oxford University
Press, 2004), 41: “The Net is bulldozing the ramshackle castles of the copyright industries-the
- palisades of publishing, the strongrooms of sound recording, the Festungen of film and audio-
visual production, the Bastilles of broadcasting, and, separately but very distinctly, the Castelnuovi
- of computing itself.”

®  While Berne was intended to be regularly updated to keep pace with social and technological
?dvances, it has now been almost half a century since the last substantive revision in 1971, and there
s little prospect that it may ever be revised again.
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TRIPs agreement and the WIPO Internet treaties 3, They embraced ney
to be given copyright protection, in particular computer programs
technological measures and electronic rights management information that
and/or accompanies digital content.® The most recent expansmn albeit'g
EU, resulted in the adding of a distinct sui generis style protection scheteé fg
original databases.” The end-result (thus far) is a vast protection scherm
especnally in an online world, this scheme continues to be challenged
enormous changes to business models, creative practice and consumet: bie

8-003 Harmonisation in the EU  Since 1988, the EU legislator has made sign'iﬁ
forts to harmonise national legislation in the field of copyright. This was
ous in view of the differences in ideclogy between Member States (the §
divide between copyright and droit d’auteur traditions) and the
predominantly economic competence of the European Union. The first effe¢
be felt with the publication in 1991 of Directive 91/250 on the prote
computer programs.t During the following decade, six more Directi
published deahng with Important aspects of substantive copyright law.
the economic rights of lending and renting, protection for neighbouring righi
and satellite distribution, the term of protection, protection of databa
resale right.? The publication of the InfoSoc Directive in 2001' was. the
the cake even though it could only be adopted after an unprecedented
effort.! Indeed, besides the already numerous more traditionally interested
{(authors, beneficiaries of neighbouring rights and their representative

CopryRrIGHT Law

IvteLLecTuAL Property Ricuts: CopyrIGHT AND TRAREMARK ISSUES:

aw actors such as telecommunications operators and other interested
¢ as well as consumers, made their voices heard in the debate. After the
4 of two more seclorial Directives in 2012 (orphan works) and 2013 {(col-
anagement)'? a new round of intense discussions was triggered by the
' in 2016 of a “copyright package” containing several proposals for new
tiof. This initiative aimed at a further modernisation and adjustment of
Rt Taw, tackling sensitive issues like the introduction of a new right for press
15 and the bridging of the so-called value gap through imposing direct li-
oﬁ on]me content sharing service providers.”? Both the most recent DSM
as well as the aforementioned InfoSoc Directive will be central to the
disciissed in this chapter.’> The latter remains the cornerstone of European
t Iaw as it has defined common denominators in respect of the three most
issues; the exclusive rights, exceptions to these rights and the protec-
chnological protection measures that will all be further discussed in this

nisation by the European Court of Justice (CJEU)  For many years, the 8-004
ok an active involvement in contributing to the completion and deepen-

\e harmonisation process, thereby filling gaps in the legislative acquis.!® The

hereby reasoned that the need for uniform 'lpphcatl(m of European law and

ciple of equality required that the terms of a provision of a copyright direc-

hich makes no express reference to the law of the Member States for the

of determining its meaning and scope, must be regarded as autonomous

. ; - SEare . . som 17
TRIPs stands for "Agreement on Trade-Related Aspects of Intellectral Property f BU law and interpreted uniformly throughout the European Union.

constitutes an annex to the WTO Treaty of 1994 and is binding on all the membei natio
WTO. TRIPs requi:es them to comply with the substantive Articles of the Berne Conver
than the provisions on moral rights, While it substantially enlarged the scope of copy1
tion, it did not address the digital chattenges. :
These include the WCT (WIPO Copyright Treaty) and the WPPT (WIPO Performers
ers Treaty) which were both signed in December 1996, The principal aim of the WCT was 1o
the Beme protection scheme to the digital environment,
Arts 16 (1) TRIPs and art.4 WCT. For a discussion of these protection scheines, see beim
076 and onwards. :
Axts 11 and [2 WCT (see below, para.8-064 and onwards)
See below, para.8-081 and onwards.

Council Directive 217250 of 14 May 1991 on the legal protection of computer programs
L122/42. This Directive has been amended by Council Directive 93/98 [1993] OJ-L29
repeated by Directive 2009/24 on the legal protection of computer programs [2009] QJ L1
below, from para.8-070. ;
Directive 2006/115 of 12 December 2006 {2006] OJ L376/28, replacing Council Dl
of November 19, 1992 on rental and lending rights and on certain rights related to copyrigh
field of inteHectuat property (1992] OJ 1.346/61; Directive 93/83 of 27 September 1993 o
ordination of certain rules concerning copyright and rights refated to copyright applu_:a :
ite broadeasting and cable retransmission [1993] OF L248/15; as amended by Directiv 20
of £7 April 2019 laying down rules on the exercise of copyright and related rights apphc
certain online transmissions of broadcasting organisations and retransmissions of televisi
programmes [2019] OJ L130/82; Birective 2006/116 on the term of protection of ¢o
certain related rights, replacing Directive 93/98 of October 29, 1993 and as amended b
2011/77 of 27 September 2011 [2011] OF L265/1; Directive 96/9 of [1 March 1996 omn:
protection of databases [1996] OJ 1.77/20; Directive 2001/84 of 27 September 2001 on'the
right for the benefit of the author of an original work of art [2001] OJ L272/10.
Directive 2001729 of 22 May 2001 on the harmonisation of cerfain aspects of copynght
rights in the information society [2001} OJ L167/10 (“InfoSoc Directive™).
Hugenholtz, “Why the Copyright Directive is Unimportant and Possibly Invalid”, EIPR (20
p.501; Gotzen, “Copyright in Burope: quo vadis? Some conclusions after the unplemer_l

[394]

e of territoriality As with all intellectual property rights, copyright law  8-005
acterised by the principle of territoriality which holds that a country has .only
setence to prescribe legal rules to govern activities that occur inside its national

niation society harmonisation dircctive”, RIDA (2007) 211, p.35.
ctive 2012728 of 25 October 20172 on certain permitted uses of orphan works [2012] OJ L.299/5,
tive 2014/26 of 26 February 2014 on collective management of copyright and related rights
-territorial licensing of rights in musical works for online use in the internal market [2014}
2,
issues will be discussed below.
(EU) 2019/790 on copyright and related rights in the Digital Single Market and amend-
irectives 96/9/EC and 2001/29/EC [2019] OF L130/92 (hereafter: “DSM Directive™). It should
oléd that Member States dispose of a period of 24 months to transpose the new rales into their
nal law, s0 many of the new provisions that we will discuss helow may not be in operation yet.
%' more detatled discussion of this Directive, see Stamatoudi and Torremans {(eds}, EU Copvu wht
“Commentary (Cheltenham, Edward Elgar Publishing, 2014), p.395, and Bechtold, “Direc-
2001/29/EC”, in Concise European Copyright Law, by Dreier and Hugenholtz (eds) {Alphen
n den Rijn, Kluwer Law International, 2016}, p.421.
iffitlis, “The role of the Court of Justice in the development of Buropean Union Copyright Law”,
Copyright Law. A Conumentary, by Stamatoudi and Torremans {eds} (Cheltenham, Edward
zal Publlshmg 2014), p.1098; Geiger, “The Role of the Court of Juslice of the EU: Harmonizing,
sting and sometimes Disrupting Copyright Law in the EU”, in The Fuiwre of Copyright. A
pean Union and International Perspective, by Stamatoudi (ed.) (Alphen aan den Rijn, Kluwer
International, 2016), p.435.
ttiing fer Exploitatie van Nuburige Rechten (SENA} v Nederlandse Omroep Stichting (NOS) (C-
15/00) EU:C:2003:68, para.31; Sociedad General de Awtores y Editores de Espaiia (SGAE} v Rafael
oteles SA (C-306/05) EU:C:2006:764, para.31.
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borders.' Yet, because of the absence of formalities coupled with the obligationt B horities. such as statutes, judicial opiiions a;‘ldhof‘lden allriz)sféil]:;ﬂuip?:;}; o
national treatment imposed by international treaties, copyright law seems oy Caewise and according to B.C aﬁ't.Z(S) neWS.O t‘ Cd ;‘y‘ dhoht
somehow more “universal” than other forms of IP rights. Nonetheless, cop, jtems of press information” cannot be protected by copyright.
law is still ultimately dependent on national law.!® This feature, that aln
constituted a problem in an analogue world, is highly topical with respect {
in a digital networked environment where access to content is by defi
ubiquitous. Notwithstanding the harmonisation of many principles achiey,
international and European norms, users seeking permission to use protected g
matter across the EU have to acquaint themselves with the copyright laws of
different jurisdictions. Differences remain pre-eminently apparent with resp
divergent judicial interpretations, exceptions and limitations to exclusive I
ownership of copyright and contractual issues. The enforcement of copyright i
necessarily dependent on national courts whose jurisdiction is by defi
territorial 20

eandards for protection A creation will be given copyright protection onutbe
| 1d condition (1) that it is expressed in a way that belongs to the literary,

c:jﬁc and artistic domain and (2) that such expression a]so_meets the standar'd
i inality. An aesthetic merit is not a requirement; neither is novelty. Het1ce it
] :i;ble to have two identical protected works, so long as they were indepen-

ly created.”

wessions, not ideas  The first copyright axiom dictates that only expressions,
ot ideas qualify for protection.* Yet, BC art.2(2) allows \Mer_nbet" States to impose
2 virement that the expression should include a fixation in some rpatenal
62% The demarcation of the borderline between the original expressive ele-
t.s of a work and its unprotected content is one of. the most researched, yejt 12(:alst
ed issues that continues to stir lively debat‘es in Europe a}nd elsewhele.h. ;11
EU the CJEU has mandated that the expression shpuld be ina ma}nnlef w 1cd
es the copyrightable subject matter identifiable with sufficient precision an

fectivity.”’

(b) Object and conditions of protection

Object of protection The indication in the leading international Berne Co
tion (hereafter: “BC”) that copyright law protects “literary and artistic w ks
wrongly suggests a reduced scope for protection. It is indeed generally accepted

this provision is to be given a very broad interpretation, including every prody
tion in the literary, scientific and artistic domain, irrespective of the mode or fi
of its expression. This understanding is demonstrated in the long catalog
examples provided by way of illustration in BC art.2 which itself is viewed
floor rather than a ceiling.? Hence, copyright can easily embrace works rang
from high-end art to applied and utilitarian creations, as long as they are not merely
functional and comply with the standards for protection. As these standards i
a rather low threshold as well (see further below) copyright is capable of pro
ing a wide variety of works: from written works (books, articles, blog messag
music scores, etc.), visual art works (images, graphics, architecture, sculptu
geographical maps, technical drawings, posters, elc.), nusic works (music son
etc.), audio and audiovisual works (movies, animations, podcasts, etc.), d
(scale-model design, efc.), to databases and software. Also other objects of h
creativity such as common appliances and utensils, including coffee machin
baker’s bicycles, industrial machinery and of course digital creations such
website designs, news posts and user-generated YouTube files may benefit

copyright protection. There is finally no obstacle to protection for very short w
(e.g. Twitter messages) or a mere combination of (known) individual elements that
are not original in themselves but amount to a protected work as a whole.

Ariginality The second condition of originality copstitutes the central prerethju.l.sm_:
opyright protection. Originality is not dﬁﬁ]lled in the_ BC or the InfoSoc . it c;c

» but definitions can be found in other EU Directives in rela‘tlon to plhotogl a;i) 1'5,
mputer programs, databases and reproductions o'f‘works of visual art in t}}e pu 1.10
ymain.2® This inspired the CJEU to impose a unﬁorm EU standar_d 0,1: ;:;ngma tity
i the sense that the work “is the author’s own }ntellectual creation”.? In other
ords, it has to be demonstrated that the work is the reﬁult of frt’-:c anld CI‘&&IIU\«’;
oices by the author and bears the personal stamp of this author’s pelsqnallty.

This threshold is not considered to be very high. However, labour and skill alone

are not sufficient.?!

2 : is leave this latter matter open for national legislators.
gﬁ:l;?rgz,(?%:;i?éopyﬁght Law: A Comparative Ovewi_ew”, 1. Copyright Soc’y (19(189), 36, pﬂ?;’:ils
See art,2 WCT: “Copyright protection extends to expressions and not to ideas, pm?eP ures, me
of operation or mathematical concepts as such”. In the same sense, see a,rt_.9.2 ’l‘!}I s, it
This option to make copyright protection depe(lilc.icnt on ﬁrstlf;:iatclg::;gif;lng orally com
nainly been introduced in common law 2

% ggglés.;rl‘qp;t?::eiﬁﬁd‘:lgfn? igea Bt(o fixation: a view of protected works”, in Re.reafz:lz' Hm;ébaogok or; :.;I;e
Future of EU Copyright, by Derclaye (ed.) (Cheltenham, Edward Elgar Pul:r_hshmg,ll “T;; pidca}
Strowel, Droit d’auteur et Copyright (Brussels, Bn;yl;nt,ldl??ggé;%g 17'2,]0Karne i e

ion dichotomy: a conceptual fallacy”, Copyright Wori ,n0.7, 16. o
iﬁﬁs}g;i;;?;v g Smilde I*E:mds BV (C-310/17) EU:C:201 8:899‘.’ The Cour_l colncludfsé:l u:j it_hls
case that the taste of a food product cannot be classified as a 'jwork beclaust_a it will be.‘i be;n ie
essentially on the basis of taste sensations and experiences, \.N'hlclh are subjective a:r;d. var dlzlljJ al:;;bﬂse
See, respectively Term Directive 2006/116 a;:)lﬁé ;Szgféwa;'el ?nﬂztwe 2009/24 art.1(3); an
Directive 96/9 art.3(1) and DSM Directive 2! art.14.
E lnfuc\:}mq Inrermrrr'mrEﬂ)A/S v Danske Dagblades Forening (C-5/08) EU:C:2009:465.
Eva-Maria Painer v Standard VerlagsGmbH (C-145/10) EU:C:2013:138.
3 Football Dataco Ltd v Yahoo! UK Ltd (C-604/10) EU:C:2012:115.

[397]

Exclusions Most countries deny copyright protection to official acts of th

18 Goldstein and Hugenholtz, International Copyright. Principles, Law, and Practice (Oxford, Oxford
University Press, 2013), p.97.

The territorial nature of copyright was confirmed by the CIEU in Lagardére Active Broadcast v
Société pour la perception de la rénmmération équitable (SPRE) and Gesellschaft zur Verwerti g
von Leistungsschutzrechten mbH (GVL) (C-192/04) EU:C:2005:475, para.46.
% Keeling, Intellectual Property Rights in EU Law, Vol.I (Oxford, Oxford University Press, 2003);
p.266. R
Goldstein and Hugenholtz, International Copyright. Principles, Law, and Practice (Oxford: Oxford
University Press, 2013), p.190.

21
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- relevant and comprehensive information on the exploitation of their

IntiLLECTUAL PROPERTY RIGHTS: COPYRIGHT AND 'FRADEMARK [SSUES: Coeyricur Lawv

No formalities Copyright protection is automatic as the BC has out]
formal requirement—such as registration at an office or appllcatm
notice—as a precondition to enjoy copyright protection.’

arantees that authors can shield their creative personality by giving them
o oppose distortions or other derogatory action amounting to misrepre-
of their honour and reputation.’” Both moral rights should be given
attention in the internet age as, in digital form, protected materials are
ulﬁerabie”. Digital technologies indeed offer unprecedented means for us-
anipulaie (“digipulate”) protected works, e.g. by creating derivative works
:']eting the name of the author, which would amount to a violation of the
ghts of integrity and attribution.

OWIlershlp and contracts The questlon of first ownership of copyngh
that is answered differently in the various copyright systems. In a nutshe

ist two major systems. Countries either belong to the “copyright syste
notably the US and the UK) which allows one to legally vest all rights.

other than the author (e.g. the employer or the producer) or they have opt
“droit d’auteur systemy” (as in the majority of EU countries) where first ow
necessarily is vested in the natural person who has created the work
pelSOﬂSW\‘.UCh as compames organisations or other legal entities:
subsequently “acquire” the exploitation rights from the persen who cf
work. Such a first transfer can occur either thmugh contractual prov
through the mechanism of legal presumptions in certain situations, e,
by employees or particular works such as audiovisual works, compute
and databases.® Of course, further transfers of copyrights are allowed in a
on the condition that they comply with the applicable rules of copyrigh
law. This is an area which in essence necessitates a country-by-country
In the DSM Directive,* the European legislator has imposed mandatory saf
that should ensure that where authors and performers license or transfi
exclusive rights for the exploitation of their works or other subject matter;
entitled to receive appropriate and propoitionate remuneration and regularly

ributes Two other rights are commonly referred to as being included
ral rights concept. They include the right of disclosure under which the
i determine the circumsiances in which their work is first presented io the
This right is recognised in the majority of EU Member States but, gener-
otin common law systems. Furthermore, there is possibly the right of retrac-
der which the artist can withdraw work from circulation after it is published.
er right constitutes an exceptional attribute that is only adopted in a limited
of droit d’auteur countries. ™

monisation in the EU  The scope of moral rights in the various EU
tates ditfers significantly. This is a result of the Buropean legislator’s
to leave moral righ(s ouiside the scope of the various harmonisation
gs.%? As the BC also leaves open how precisely the minimum moral rights
& enforced within domestic legal systems, an analysis on a country-by-
performances. They are moreover entitled to claim additional, appropri basis needs to be performed.
remuneration when the remuneration originally agreed turns out to be dis '
tionately low compared to all the subsequent relevant revenues derived:|
exploitation of the works or performances, Finally, they should be given
to terminate an agreement or to make it non-exclusive if the contract p.
to exploit the works. This latter right is subject to nationally defined conditi
take into account e.g. sector-specific practices.

1i and nature of protection The BC does not impose a minimum term.
es are thus left with the option to provide for a shorter, an equal or a fonger
) protection as compared to the economic rights. The majority of Member
dhere to the rule of equal duration of economic and moral rights. Some
$, in particular France, continue however to honour a longstanding tradi-
erpetual duration,* although some controversial and infricate cases in the
ave put this rule under pressure.*! The general rule is that moral rights are
rable but few countries apply this rule in such an extreme manner. While a
renunciation of the exercise of moral rights will often be held null and void,
er of a particular moral right (often the right of integrity) in relation to clearly
creations is frequently admitted.

{c) Moral rights

Mandatory attributes The theow of moral nghts became part of the i mtem
legal arder at the time of the revision of the BC in 1928, Enshrined in its
the right of attribution and the right of integrity together lay down the mi
standards that are by now adopted on a nearly worldwide basis.’ The
safeguards the author’s right to be acknowledged as the creator of a wor

ational and Comparative Analysis (Oxford, Oxford University Press, 2006), p.3.

inandatory minimum Berne standard is incorporated—by reference via art.3—in the 1996 WCT
ty and is extended to the benefit of performing artists in art.5 of the adjoining WPPT Treaty.
icular in Germany, Spain, France, Italy, Portugal, Slovenia and Croatia, according to Lucas-
oetter, “Rapport général; le droit moral dans les différents régimes du droit d”auteus”, in Brison,
ollier, Janssens and Vanhees (eds), Moral Rights in the 21st Century. The changing role of the
rights in an era of information overload, Proceedings of the 2014 ALAT Conference (Brus-
‘Larcier, 2015), p.57.

ve.g., InfoSoc Directive recital 19. For more details, see Janssens, “Invitation for a
ropeanification” of moral rights”, in Research Handbook on Copyright, by Torremans {(ed.)
eltenham, Edward Elgar Publishing, 2017), p.202.

French Intellectual Property Code art.L.121-1,

ch Cour de Cassation, 30 January 2007, Casc No.t25, “Les Misérables’, RIDA (2007) 212,
See discussion in Bénabou, “Letter from France”, RIDA {2008) 215, p.196.

[399]

2 BCart.5.2.
¥ 1In the EU, art.5 of the Enforcement Directive establishes a refutable presumption of 6w
favour of the person whose name appears on the wotk, which can be a legal entity,
¥ In Soulier, the CIEU held that both the right of communication to the public and the 1'ep_
tight do not specify the way in which the prior consent of the author must be given. Si
provisions cannot be interpreted as requiving that such consent must necessarily be exp
explicitly, an implicit but certain consent must be admissible. Marc Soufier and Sara Doké v |
Ministre and Ministre de la Culture et de ln Conmnmication (C-301/15) BU:C:2016:878; pa
3 DSM Directive, atts 18 to 23,
¥ There was, and remains, some reluctance in common law systems, in particular in the Ul
who were slow in joining the BC because their “copyright industries mounted a stubborri anid
ized opposition of the (moral) rights™, Adeney, The Moral Rights of Authors and Perfor

{398]
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all run for the life of the author and for 70 years after his death, irrespective of the

(d} Economic rights
when the work is lawfully made available to the public.”

8-017 Overview and interpretation Copyright confers upon the owner ext
economic rights to authorise use that can be made of protected material. T
a comprehensive harmonisation of the various economic rights was ¢
through the InfoSoc Directive requiring Member States to provide for excly
rights for authors in relation to the reproduction, communication to the pub
distribution of their works.*? These legal provisions are to be given a unit
interpretation across the E1J according to the case-law of the CJELL Yet,
has also reminded that, while copyright is a property right safeguarded
Charter of Fundamental Rights of the Buropean Union (“CFR™), it does 'n'd
in isolation. Hence, when enforcing exclusive copyrights, courts need to ap
balancmg test and take into account other fundamental rights and principl
primary law in the CFR.# In particular the right of freedom of expressio
information (art.11), the protection of personal data (art.8) and the right of un
ings to conduct their business (art. 16) will often merit special attention

sercase of a work of joint authorship, this term should be calculated from the
of the last surviving author. The term of protection of neighbouring rights
to 50 years after the date of performance, fixation (pclfcn mers) or first
miission (broadcasters). For music performers and music producers, Direc-
11/77 has prolonged this term by 2( years,

(e) Exceptions and limitations to exclusive rights?

The copyright system has aEways sought to maintain an appropriate bal-  8-021
between on the one hand, ensuring exclusive rights for ughts-holdels and, on
- hand, the public interest (e.g. in relation to freedom of expression or the
y information). This balance is achieved by permitting legislators to introduce
ptions to the exclusive rights that allow, in certain circumstances, for the use
otected material without the prior authorisation of the owner of the copyright.
international level a distinction can be made between open systems, such
e fair-use scheme typically adopted in common law countries (in particular the
and closed systems, such as the one implemented in EU copyright iaw. It goes
out saying that the latter approach is less adapted to keeping pace with
ly changing technologies and new forms of using copyrighted material as
vstems depend on {often lengthy) legislative interventions. Permissible uses
ustified by a broad range of reasons. Some exceptions serve very strong, over-
g public interests such as uses for news reporting or the quotation exception.™
any jurisdictions exceptions further safeguard uses that ensure public security,
ation and science or that are necessary to preserve the historic and coltural
age (library and museum archiving). Finally, some exceptions are adopted to
-for practical solutions, such as overcoming market failure (reprography and
ite copying).

8-018 Right of reproduction The right of reproduction is to be given a very
scope. Article 2 of the InfoSac Directive attributes to the author the exclusivy
to authorise or prohibit any “direct or indirect, temporary or permanent repy
tion by any means and in any form, in whole or in part”. The EU legisldto
mandates to bring even transient acts within the definition of reproduction
though an international consensus to secure a right embracing such type
electronic reproductions could not be reached at the Diplomatic Conferéni
preceded the adoption of the 1996 WCT 4 Certain attributes of the reprod
right, in particular the rights of adaptation and {ranslation, have been left out
European harmonisation process.® These rights covering any modificatig
adaptation of the work, as long as the original work remains recognisable, ar
relevant in an internet context. They are dealt with in BC art. 12 and 1ec0gm
all EU Member States. :

pean framework Article 5 of the InfoSoc Directive merely lays downa  8-022
ral framework in the form of a long exhaustive list of mostly optional excep-
‘that the Member States may provide in their national copyright acts. Adding
maintaining exceptions that are not incloded in art.5 is not allowed,* but Member
\tes are nevertheless given some leeway to decide whether and how to imple-
nt the different optional provisions as well as with regard to the organisation of
emuneration system in relation to all or some exceptions. The result today is that
umber as well as the scope of possible exceptions that can be invoked to escape
pyright liability varies considerably across EU Member States.’ 5 This is
blematic for the cross-border dimension of their application, which is an inher-

8-019 Right of communication to the public The public communication right in
all forms of exploitation of copyrighted works through intangible means. Si
to the reproduction right, this right is defined in an open manner with th
ence that only exploitations which are public are brought within copyright C
The meaning of the pivotal term public and the scope of this exclusive 1;g
discussed in the next section (“Relevant Capita Selecta™).

8-020 Term of protection Article | of the Term Directive states that copyrigh

42 The right of distribution in principle only applies in an offline environment and will theref
be further discussed. A prejudicial question on the issue of exhaustion in respect of digital ti
sions (in particular the possibility of sales of second-hand ebooks) has been refemed to
in Nederlands Uiigeversverbond and Groep Algemene Ultgevers v Tom Kabinet Infein
203/18).

3 Promusicae v Telefonica de Espana (C-275/06) EU:C:2008:54, para.68.

4 Scarlet Extended SA v Sociéié belge des tuteurs, composifeurs ef éditenrs SCRL (SABAM}
10) EL:C:2011:771.

45 An Agreed Statement to art. 1{4} WCT merely states that digital storage is considered to fai
the reproduction right.

1 However, there might be some arguments to support the position that adaptation f'\l]s' w1
scope of harmenisation. :

Note on terminology: we will interchangeably use the notions “exceptions” and/or “limitations™ in
their meaning of acts which are normally restricted by copyright but in relation to which the law
prechudes the rights-holder from exercising their exclusive rights (including both full exceptions and
Statutory licenses that are subject to a right to remuneration).

This latter exception is mandatorily prescribed by the BC,

Marc Soulier and Sara Doke v Premier ministre and Minisive de la Culture et de la Commumica-
tion C-301/15 EU:C:2016:878, para.34. There is a small exception to this rule in art.5(3){o) that
includes a so-catted “grandfather clanse” for additional minor analogue uses.

Janssens, “The issue of exceptions: Reshaping the keys to the gates in the territory of literary, musi-
cal and artistic creation”™, in The Future of Copyright Law, by Derclaye (ed), Series Research
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4.5 Nevertheless, when applying a strict interpretation of the terms of an
:01'1, courts must at the same time ensure that the usefulness and _effcctwe—
the specified exception is respected.” The degree of latitude qffmdcd to Fhe
¢ States however, renains limited. They cannot go beyond Ehe} gxhausnve
-of exceptions in art.5 and rely, for exarpplq, on the right of treqdom of
a1. The CJEU has firmly denied the application of fundameptal 1.'1ghts as
i limits to copyright protection.® Finally, it should be bqrne in mind that,
om their different individual requirements, all these exceptions must comply

e three-step lest.

ent feature of internet use. A use falling under an exception in one Mem
need not necessarily be exempted in other Member States. The CIRU &
solved this problem by holding that Member States are not {ree to dets
unharmonised manner, the limits of even optional exceptions.s2 This cag
however, not prevent that significant differences continue to subsist as re;
nature and scope of exceptions in the Member States. The lack of lega
about potential infringement in some Member States may frustrate;’d
service providers and other intermediaries and is therefore problemati
development of new online platforms and services. From a formal poi

art.3 presents a transparent structure with five different alineas. They suce
set out one mandatory exception (art.5(1)),53 four optional exception
reproduction right (art.5(2)), 15 optional exceptions to the rights of re;')_'
and/or public communication (art.5(3))* and the possibility to apply:
ously listed exceptions to the distribution right (art.5(4)). Article 5(5) fing
ates the general obligation that all exceptions should conform to the thréa
to determine their legitimacy.® The 2019 DSM Directive has partly réso
problem of fragmentation by adding four additional mandatory exception
will be discussed further below, :

e-step-test The three-step test is a standard that ensures a balanced a;;qal;cey
 the exceptions, taking into account Et}e inferests of the ngh_ts—h-oldels. tis
ntial part of several international treaties® and is trang»posed in aut.f? Inf‘(_)Soc
ve. The test imposes the obligation to conﬁ_ne exceptions Lo exclusive s ights
itatn special cases (i) which do not COH.ﬂlC[ with a_qormal.expioﬂatlon of
& and (ii1) do not unreasonably prejudlcq the legitimate interests of the
Holder. Rather than as an additional restriction on the scope of exceptions,
JEU understands the test as an enabling clause to counteract an excessive ap-
tion of an exception.®? Several authors, however, also advoc'ate for the‘use (.)t
taking into account other legitimate interests, such as the interests of users.
h such an interpretation, the test may also serve as a balancing mechanism

General conditions The exceptions enumerated in art.5 InfoSoc Direct ttic application of an exception would be oo restrictive.&?

not been conferred an imperative nature and, hence, can be oveiri
contractual agreements unless the national legislator has prectuded sucha
ity (as is the case in Belgium and Portugal), The 2019 DSM Directive has;
extent, remedied this deficiency by introducing mandatory provisions in re
a new exception for text and data mining, an extension of the educational ¢
tion to cross-border use and the making of preservation copies by cultural’
institutions.* Furthermore, in a number of countries, the benefit of ever
tion is conditioned to the prior exercise by the author of their moral right of
tion (e.g. in Belgium, Germany, France, Greece, Spain or ftaly).”? Als
derogate from the general principle of broadly construed exclusive rights,
tion and case-law dictate that exceptions and limitations should be co

2. Relevant Capita Selecta
{a) Communication to the Public and Making Available

ncept The concept of “communication to the public” refers to any form
tation of works through intangible means. It covers any kind of transmis-
(ransimission by wire or wireless, including broadcasting apd making avail-
such a way that members of the public may access them from a p_lace and
individually chosen by them. This concept hE.lS }ed to an extensive case-
European level. As the CIEU has determined, it involves two cgmu'lauvc
; namely an “act of communication” of a work aqd thf: commun}catlon of
ork to a “public”.6 Both criteria have led to a detailed interpretation by t_he
The interpretation of the notion of “public” by the CIEU deserves special

Handbooks in Inteliectual Property (Cheltenham, Edward Elgar Publishing, 09
Hugenholiz et al., The recasting of copyright & related rights for the knowledge éconaofy
Report, DG Internal Market study contract No, ETD/2005/IM/D 1/95, (Brussels, Buropean €
ston, 2006), p.83, available at htp:ifec.europa.en/imernal_market/copyright/docs,
eld2005imd 95recast_report_2006.pdf [Accessed 17 September 20197, :
31 Reviews have confirmed that, as far as art.5 is concerned, Member States have legis
“disorderly manner”: Gotzen, “Copyright in Burope: quo vadis? Some conclusions’
implementation of the information society harmonisation ditective”, RIDA {2007) 2115 pp
Hugeaholiz, The recasting of copyright & related rights Jor the knowledge economy (Br
European Commission, 2006), pp.66 and 213. :
DR and TV2 Danmark A/S v NCB — Nordisk Copyright Bureay (C-5 10/10) EU:
para.36, -
3 This exception is discussed in para.8-035 and onwards.
Maore details on some of these exceptions are provided from para.8-042,
% See below, para.3-024. .
36 DSM Directive, arts 3 10 7. s
57 Triaille, Dusollier, Depreeww et al., Study on the Application of Directive 2001 229/EC ori:c
and related rights in the information society (the “InfoSoc directive”) (Brussels, Buropéan
mission, 2013), pp.253 and 269, available at hitp:flec.enropa.eufinternal_market/copyri
studies/131216_study_en.pdf [Accessed |7 September 2019). o
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fo i ening (C— «C:2009:465, paras 56
opag International A/S v Danske Dagblades Forening (C 5:/08)“{2009] EU ‘ .
%;qupr‘ia Painer v Standard VerlagsGmbH (“Painer”} (C-145/10) EU:C:2013:138,
1109 ‘ .
“Maria Painer v Standard VerlagsGmbH (“Painer™) (C-145/10) EU:C:2013:138, para.133;
fische Universitit Darmstadt v Eugen Ulmer KG (C-117/13) EUC:2014:2196, para.fiS.

fegel Online GmbH v Vialker Beck {C-516/17) ELCLEU:C:2019:625, parad7; Fuitke Medien NRW
mb_H v Bundesrepublik Deutschiand (C-469/17) ELCIBUC:2019:623, para.62.

art.9(2), art.13 TRIPS and art. 10 WCT. )

g. ACI Adam BY v Stichting de Thuiskopie & Stichting Onderhandetingen (C-435/12)
12014:254, para.26; Technische Universitdr Darmsiadt v Eugen Ulmer KG (C-117/13)
2014:2196, para.47. )

e.g. Geiger, P?ilty, Griffiths and Suthersanen, “Declaration a Balan_ce.d Interpretation of 1?3?
ree-Step Test' In Copyright Law”, TPITEC, 2010, Vol.1; Keeliman, “Fixing the ihrec—step_test y
IPR (2006) 28, p.407; Senftiehen, “L’application du triple test: vers un systéme de fair use
péen?’, Propriétés intellectuelles, 2007, p.453. )

liting Brein v Ziggo (C~610/15) BU:C:2017:456, para.24 and the case-law cited.
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y liber-
ist be taken of the indispensable 1'oiekpiayed bgr tlfle uza:n 3rr11cilc?t?oiewhen
ir inter ion.™ That user makes an act of cormmt .
their intervention. : O e o
, G es of their action,
in fuil knowledge of the consequences o eir ac , :
enlf’g;lalrticuiarly where, in the absence of that intervention, the members

attention because it seemns to deviate from the common interpr
international level. -

Act of communication The notion of et of communication hag b ble (o enjoy the work, or would be able to do so only

construed. It refers to any action by which an access is given blic would not pe able to : { yfthe user and the deliberate nature of their

works.5 Such an access can take various forms. The CIEU decide ulty.” The indispensable !OF © lementary criteria which, in the case-

communication in the following cases: the distribution of a signy] i form part of a numb_er o corr;lp- ser makes an act of communication

television sets by a hotel to customers staying in its rooms, whate ¢ CIEU, serve (o eStathh tha.t t_ e, o t that the concept of “communica-

used to transmit the signal;® the installation by a hotel in guest b blic. It should be stressed in Ehis }esEeCI foSoc directive and in the Direc-

paratus and phonograms in physical or digital form which may b ublic” has the same meaning m the In gly, that concept must be as-

heard from such apparatus;” the transmission of broadcast works by 115 on neighbouring rights. Co.nse_guf{ﬂ y’-der to avoid, inter alia,
of a café-restaurant, a spa, or a revalidation centre, via television 6 in accordance with the same crlte‘l ia 1::i o1 oo EhE; applicable
speakers, to the customers present in their establishment;® the indexin ry and incompatible mter;‘)l‘e{atm.ﬂs epe A fmous and they are
sharing platform of torrent files which allows users of that platform to'l 78 These complementary criteria are not auton thoy may be present
and share them in the context of a peer-to-peer network, It is suffy \dent, which means that, depending on the suuatfgni’, b'};:ct concerns the
members of the public may have access to the works, irrespective of whe varying degrees.” On another note, a controversial subj tion where dif-
avail themselves of that opportunity.” Admiitedly, in line with e i who makes the communication to the pubh_c ina S!([;!;?EU -uled that a
InfoSoc Directive,” the mere provision of physical facilities for en ies intervene in a transmission, In SBS Belgium the CJEU 1 he public
ing a communication does not in itself amount to 4 communicati e does not carry out an act of communication to the p

ng organisation ( : alic the public
;rigllﬁs its program-carrying signals exclusively (o distributors witho

i ' : ) hat
gnals being accessible to the public during, and asﬁzi;ei:l}itck}lfértthe
g it is for ational court to asce
we1on.50 However, it is for the nationa IS ' the
Sstljﬁnof the distributors sending those signals to [t_len 1e§;pect11vet ﬁz?z:mﬁr
\at they may watch those programs, is merely technical, or nﬁt. n ¢ former
abrogdcasting organisation will be considered to make the com

he public,

it is correct (o state that a mere technical means to ensure or impro
the original transmission in its catchment area does not cons
“communication”. But at the same time, the intervention of such a techn
falls outside the scope of a “communication” only if it is limited to main;
improving the quality of the reception of a pre-existing transmission a
used for any other transmission. As a consequence, the latter exclusion d
ply to the user of a work who makes a transmission of their own.” Fo
the second user of 2 work who uses technical means that are different
used by a first user for the original communication makes a transmiss;
own and does not merely maintain or improve the quality of the initia

i H ic” whi fers
The second key component entails the concept of ‘ pubhc‘ Whl?hal;z A
determinate number of potential recipients, ar:d 1mp11c;, I:;:oi'eg]iell;gtential
0 ¥ i text, it is irrelevant whethe ‘
ount of persons.® In this context, hether e
nts accesf the communicated works througél a ofne L.(S)Og:(;l :ﬁr;ge;écess
t i 4 revent a large number of per
hat technique does not preven number of persons Havirg aovE™
ke e time.®? Beyond this situation, it may
work at the same time. ‘ : -
i the number of persons who have access to the same work not only at

i 3
me, but also successively.?

Deliberate act  In order to conclude that an act of communication has

% SGAE v Rafael Hoteles (C-306/05) BU:C:2006:764.

6 SGAE v Rafael Hoteles (C-306/05) EU:C;2006:764, para.d7. :

¥ Phonographic Performance Limited v freland (C-162/10) EU:C:2012:141, paras 66 }
tedly the latter case relates (o a communication to the public under the Directiv
neighbouring rights, not under the InfoSoc Directive, But the concept has the same med
Directives and it must be interpreted in light of the same criteria (sec below). o

% Football Association Prewier League v OC Leisure (C-403/08) EU:C:2011:631; pard
Lé&ebné ldmné Maridnsks Lamé a.s. (C-351/12) BU:C:2014: 110, para,26; SPA v Miiist
(C-151/15) EU:C:2015:468, paras 14 to 15; Reha Training v Gema (C-117T15) E
paras 54 to 55,

® - Stichting Brein v Ziggo (C-610/15) EU:C:2017:456, para.36. -

M SGAE v Rafuel Hoteles (C-306/05) EU:C:2006:764, para,43; Stichting Brein v Filuispelar
15) BU:C:2017:300, para.36; Stichting Brein v Ziggo (C-610/ 15) BU:C:2017:456, para.

" The wording of recital 27 of the InfoSoc Directive is similar to that of the Agreed
concesning art.8 of the WCT. :

7 InfoSoc Direclive recital 27.

B SGAEv Rafael Hoteles (C-306/05) EU.C:2006:764, para.46.

™ Stichting Brein v Ziggo (C—610/15) BU:C:2017:456, para.38,

TV (C607/11Y EU:C:2013: 147, para.30.

A number of complementary criteria EStabli}S]hek(ll}?y the C;ilig :f)l?}:z
EquiT blic which has an a

: f “public”. They require that the pu .

n%?{?;\g,, p}?:;ﬂic in that it has not already been taken into account by the

ein v Zigg — U:C:20i7:456, para.2o. . _ e
m:g g:‘;:: :, é:g;g Eg g{(()),{;g)) EU'C:2017:456, para.26; Stichting Brein v Filmspeler (C-527/
g Dt ' . : o
U:C:2017:300, para.31 and the case-law cited.
d.Training v Gema (C-117/15) EU:((:I:ZZOOISZSJS% ppa;i};é
ein v Zi C-61015) EUC: :456, 25, - oG2S
;::gg:ﬁ!;\:’\" ¥ jgg’;i(sche Vereniging van Auteurs, Componisten en Uitgevers (SABAM) (

T1-(- . ’ . g 3 16
EU;JE‘zB?‘]e‘?r.l'?f“Zigga (C-610/15) EU:C:2017:456, para.27; AKM v Zurs.net (C-138/16)

:2017:218, para.24.

~ :C:2013:147, para.34. i . 264,
((%v%%?;rlllli})EE%:(:é?gﬂl 3:147,13pa1‘a.33', SGAE v Rafael Hoteles (C-306/05) BU:C:2006:7

39
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éilable to a public in such a way that the persons forming that pubiic may
trespective of whether they avail themselves of that opportunity.”!

copyright holders when they authorised the initial communication of;
to the public. The requirement of a “new” public does not apply whére
munication uses technical means which are different from those previo
(e.g. in the situation where the communication at stake oceurs via'a;
transmission while the initial transmission occurred through terrestrial
lite broadcast signals).® The criterion of a “new” public has caused a ot
sion, due to the fact that it was unknown until it was developed by t
Justice, but also as it seems hard to domesticate. It has been observed by
of specialists that this criterion was lacking a legal basis in either the
InfoSoc Directive, so that a good suggestion would be to abandon it and’
in favour of the criterion of “the organization other than the origina
art.11bis, 1 (ii) of the BC.% Moreover, after the AKM judgment of t
concerns had been raised concemmg the fact that the “new” public r
could be found applicable even in situations where the communication af st
a technical means different from that used for the initial transmission,36 H
the V-Cast judgment of the CIEU seems to have significantly redu
concerns, This decision made clear that when the transmission at sta
technical means different from that used by the initial transmission, whi
transmission is intended for its pubhc the publics are different. In the latig
tion, each transmission must receive the consent of the righthoider, dnd
longer necessary to examine whether the public targeted by the transmlssmn
constitutes a new public.¥

However, such an act requires the consent of the rightholders only  8-032
ed at a “pew” public, that is to say, at a public that was not taken into
by the copyright holders when they authorised the initial cpmmunication
Blic.92 There is ne new public, if the works on the linked site were freely
& to all internet users, with the consent of the copyright holders (see below
1tuat10n in which there is no such consent). In such a situation, the public
‘to the works by the provider of links is part of the public already taken
unt by the copyright holders when they authorised the initial
ication, It does not make any difference if the persons who click on the
ve the 1mpleqsmn that the work is appearing on the site where the link is
hereas in fact the work is coming from another website, that is to say, if
stor of the linking site uses framing techniques.® Moreover, the use of such
¢ does not amount to the use of means different from those used for the
smunication which has been authorised by the copyright holder in order
quirement of a “new” public to apply.” By contrast, there is a sew public
uation where the link provider enables any person who clicks on the links
he work on the other website, whereas the work on the other website is
y accessible, in particular when it is no longer available on the linked
itis available only to a restricted public on this website.% In such a situ-
¢ 1s an act of communication to a new public and the consent of the

. S tiolders is needed.
8-030 - Profit making The profit-making nature of a communication might pla;

as a criterion to assess an infringement but it is not decisive. The Cour
simply said that it is “not irrelevant™.3 Moreover, in /TV the CTEU has eve
that a profit-making nature is not necessarily an essential condition for th
ence of a communication to the public,®

blic and absence of consent of rightholder Moreover, the exclusive  8-033
1e copyright owner also applies to a situation where the link provider
ceess to works freely accessible on the linked site without the consent
pyright holder, if the link provider knew or ought to have known that the
k they posted provides access {o a work tllegally placed on the internet, for
wing to the fact that he was notified thereof by the copyright holders.%
the link provider makes an act of communication to the public in a situ-
‘as here above where the posting of the link is made for profit. In such a
it can be expected that the person who posted the link carries out the
checks to ensure that the work concerned is not illegalty published on the
hich those hyperlinks lead, so that it must be presumed that that post-
occurred with the full knowledge of the protected nature of that work and
ble lack of consent to publication on the internet by the copyright holder.”?
law of the CIEU has been met with significant criticism. It has been
t the answer to the question as to whether a person makes an act of com-
dtion to the public, may not depend on whether that person seeks a profit or
he knowledge that the work concerned is illegally published. The critics
o stressed that, according to the general rules and principles prevailing in

{(b) Linking and framing

8-031 Communication to the public The provision, on a website, of clickable
protected works published without any access restrictions on another site;
users of the first site direct access (o those works. The question is whether thi
sion constitutes an act of communication to the pubhc which requires the ¢
of the rightholders. According the CJEU, the provision of clickable links w
after having clicked, the internet users are redirected to another website whi
have an access to a work in which they are interested constitutes:an
communication. Moreover, in so far as this act is aimed at all potential user;
linked site, i.e. an indeterminate and fairly large number of recipients, it a
to an act of communication to “the public”.*® As observed by the Court of
for there to be an “act of communication’, it is sufficient, in particular, that

8 Stichting Brein v Ziggo {(C~610/15) EU:C:2017:456, para,28,

8% See the resolutions and positions adopted by the “Association Littéraire et Amsi1que Interiia
available at btp:/hww alai.org/ensresolutions-and-positions, it [Accessed 17 Septemb

8 AKM v Zurs.net (C-138/16) [2017] EU:C:2017:218, paras 26 to 29,

¥ VCAST Limited v RTI (C-265/16) EU:C:2017:913, paras 48 to 50,

8 Stichting Brein v Ziggo (C-610/15) EU:C:2017:456, para.29.

8TV (C-607/11) BU:Ci2013:147, para.42.

0 Svensson v Retriever Sverige (C-466/12) BU:C:i2014:76, paras 20 to 23,

f406]

i v Retriever Sverige (C-466/12) EU:C:2014:76, para.19.

v Retriever Sverige (C-466/12) EU.C:2014:76, para.24.

on v Retriever Sverige (C-466/12) BU:C:2014:76, paras 29 to 30; Besr Warer v Michael Mebes
$/13) BU:C:2014:2315, paras 17 to 19,

Water v Michael Mebes (C-348/13) EU:C:2014:2315, para.19.

o' v Reiriever Sverige (C-348/13) BU:C:2014:2315, para.3h.

lict v Sanona Media (C-1060/13) EU:C:2016:644, para.49.

dici v Sanoma Media (C-160/15) BU:C:2016:644, para.51.
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the field of copyright, the profit-making and the knowledge critetia may only n the condition that Ehey are (0 t‘empc:iialy, (3) iasa\seg} ?g{ ;éﬁgi;ggtmzll
to determine whether a person is exposed to an indirect liability for an unait] tal in nature, and (3) forrr} an integral anc hessen 1'a p issio(n echnologicel
communication to the public made by a third party, not to determine whethg 5$, (4) the sole purpose being to ena‘ble eltf 011 a ttapsmork e,
person is directly liable because it makes an unauthorised communicatioi.: ceqt third parties by an mt.ermedlary, ora lawful use of a work ofher subject
public. - {0 be made, and (5) which have no mdepend_ent econonnf:'mgnHH ane 1 !
J has on several opportunities clarified thesel different concl;tjt]c;ns. “Asa sta:i t-
oint, the court prescribes a strict interpretation of the terms which, in addi-
fieed to be interpreted in light of the three-step test,

New public: new act of communication distinguished from a mer,
ing Moreover, the exclusive right of the copyright owner is also likely ¢
to an act that consists of something other than simply providing a link to
freely accessible on the internet. The CJEU confirmed this solution in a sitiy
where the defendant, rather than providing a link to a work already freely
sible on an initial website, had reproduced the work and made it availab]
public on another website, First, the CJEU decided that unlike hyperlinks,
contribute to the sound operation of the Tnternet, a publication on a website wj
the authorisation of the copyright holder of a work which was previously
municated on another website with the consent of that copyright holder; d
contribute to the same extent to that ohjective.® Secondly, the Court found th
posting on another website of a work gives rise o a new communication, indep
ent of the communication initially authorised. As a consequence of that p
such a work may remain available on the latter website, irrespective of th
consent of the author and despite an action by which the rightholder de

longer to communicate their work on the website on which it was initiall
municated with their consent. Therefore, the posting by the defendarit
Tespect the preventive nature of the exclusive right of the copyright holder®T
the Court considered that the defendant played a decisive role in the comi
tion of the work to a public which was not taken into account by its author
they consented to the initial communication, since the defendant reprodu

work on a private server and then posted it on a website other than that on hich
the work was initially communicated.'®

condition: the reproduction is temporary  The CIEU has ruled EhaF copies a;}'e

emporary nature if they are erased on screen whqn the internet user 1eav§s tﬂe

qlied internet site, This is also true if cached copies are usually auto;natlca é

ced by other data, depending on the cache capacity, as well as the volume an
ncy of the internet user’s internet usage. '

nd condition: the reproduction is transient or incz’dgnml. The second- CO;dI-
ficludes two alternative situations.!™ The reproduction either has a very short
me the duration of which is limited to what is necessary for the proper coTnple—
of the technological process in question (i:e. transient). It is thereby unc}efst(ﬁ)d
that process must be automated so t.h.f.lt it deletes .the content autpmat:fca 3;]
thout human intervention, once its function of enabling the completion N suc
tocess has come to an end.’® For example, the temporary storage dL}nng th‘e
jcess of data-capture by a media monitoring business could satlsffy this condi-
i06 even where the deletion by the system of the copy generated is preceded by
ntervention of the end-user designed to terminate the technological process
rned. "7 Also on-screen copies that are made in the so—called.RAM of a
puter during the process of “browsing” can be considered as tranlsmn‘t as thex
utomatically deleted by the computer at the moment when the internet user

(C) Excepﬁon for technical incidental COpieS See Infopaq International A/S v Danske Dagblades Forening _("In;,(foplrm ! .)("(((:(_jsg(())g?l
fEU:C:ﬁOO9:46S; Infopag Iiternational A/S v Danske Dagblades Fm'enr{zg (“Infapag [1”) .—’

)] EU:C:ZOSZ:]G; Foothall Association Premier League Ltd v QC Leisure and Karen Mw p/r(});gv
edia Profection Services Ltd ( “Premier League ") {Joined Cases C-403/08 Iancl Q429 .)
BUC:2011:631; and Public Relations Consuliants Association Ltd v Newspaper Licensing Agency
Lid (“PRC” (C-360/13) BU:C:2014: 1195, o N " '

ifopaq International A/S v Danske Dagblades Forening ( bqfopqq 1) (C-5/08) EU.C.ZOG}?}fg‘S,
“paras 56 to 58; Football Association Premier League Ltd v OC Leisure and Karen Murphy v eo éﬂ
Protection Services Ltd (“Premier League”) (Joined Cases C—403/08. and“ C—429/””)
BUC:2011:631, para.162; Infopaq International A/S v Danske Dagblades Forening { Infopag 1)
(C-302/10) EU:C:2012: 16, para.27. . . ) .
:g’ub{r'c Relations Consultants Association Ltd v Newspaper Licensing Agency Ltd (“PRC”) (C-360/
13) ELIC:2014: 1195, para,26. . ) . g
'Th)e CJBU has ruled that this condition should actually be examined as third C(?‘ndltloil, Ptrbth {jg?lellg-
‘tions Consultants Asseciation Ltd v Newspaper Licensing Agency Lrd (“PRC”) (C-3 )
EU:C;2014:1195, at para.39. . ) ) . .
5 Infopag International A/S v Danske Dagblades Forening (' Infopag '} (C-5/08) EU:C:2009:465,

aras 61 to 70, o ; . .
Elﬁ;ﬁpaq International A/S v Danske Dagblades Forening ( IJJﬁ)p(Jq 1”) (C—S{OS) EU..C.2009.465.,
paras 64 to 65, Infopaq is a media monitoring and analysis business, engagcgl in sending cust_m:r;iaﬁs
“selected summarised articles from Danish daily newspapers and other‘pelgod‘lcatls by.er'::nzgli.m(jg
% Land Nordrhein-Westfalen v Renckhoff (C-161/17) EU:C:201 8:634, para.40. articles were selected on the basis of certain sul.)Jectwel cu'legla;] ?i%ﬁffn“;;?heyc;;; ;):;1}?:2 :,vne;s,(
™ Land Nordrhein-Westfulen v Renchhoff (C-161/17) EU:C:2018:634, para.d4, o availgbie by means of a data capture Rmctzs{z \Tj\'-/t:‘)it talcec;uL e oy s <ERC") (G360
W0 Land Nordrhein-Westfalen v Renckhoff (C—-161/17) BU:C:2018:634, para.46. On the legality of Public Relations Cg;;sfflrg;;rx Assoiazmwn 3 pep

pets taken from online (press) articles by search engines, see below. . 13) EU:C:2014: 1195, paras 41 0 42

Legal framework Network communication and consultation is only
through shert-term reproductions that occur several times during the commitin
tion process onto the internal memory (so-called RAM) of a compuler, in'to
and proxy servers or comparable technical tools. They involve constarit stej
storage, many of them being only transient but all of them essential for th
ing of the internet. Following a long controversy, art.2 InfoSoc Direc
embraced such temporary copies in the broad definition of the reproducticn
even in cases where they are unavoidable or made by technical necessi
counterbalance this extensive approach, a new exception for temporary techn
copies has been introduced in art.5(1). Because it constitutes a mandatory
tion, this provision has been implemented in all Member States in an almost ide
cal wording. : .

Five camulative conditions ~ Rightholders cannot oppose the making of repr
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sored by an exception in the national copyright act spch as, e.g. the picking up
Eroadcasts and their visual display in private circles in countries that recoghise
Hvale use exception.”® The former situation ol authorised use may e.g. occur in
ation to content that has been made freely available by the rightholder on a publi-
vailable website.!1?

moves away from the website concerned. ' Alternatively the reproduction
particular autonomous significance from a copyright perspective (i.e. incidents
This situation would apply to longer copies created in proxy servers an
caches that are retained in the computer system for the purposes of a possj
subsequent viewing of a same site.!? Incidental may thus involve a longer 11
than transient as long as the reproductions remain temporary. ' . , )
condition: the reproduction has no independent economic significance  The
¢ondition alludes to the second prong of the three-step test. Lack of independ-
nomic significance should be understood in such a way that the economic
ntage derived from the temporary reproduction must not be either distinct or
arable from the economic advantage derived from the lawful use of the work
ned. In other words, it must not generate an additional economic advantage
ne: beyond that derived from that use of the protected work.! It is clear that,
he works to which access is provided by means of temporary reproductions
" spec1ﬁc economic value, access to them and their use necessarily also has
omic significance. An inherent feature of these reproduction acts is indeed to
fe:the achievement of efficiency gains in the context of such use and,
equently, to lead to increased profits or a reduction in production costs.
gver, an advantage derived from an act of temporary reproduction becomes
distinct and separable in a way that precludes the application of the excep-
fthe author of that act is likely to make a profit due to the economic exploita-
of the temporary reproductions themselves, 12!

Third condition: the reproduction is an integreal and essential part of a fechno
cal process’’  The reproduction should occur due to technical necessities i
sense that the technical process could not correctly and efficiently operate wi
such 1ep10duction 112 This is the case for internet routers and proxy servers th
not exist in order to make reproductions of copynghted works, but for the pur
of network addressing, management and perfmmance issues. Also on-screen’
ies during the process of “browsing” as well as copies in cache have been fou;
comply with these requirements.!”? Contrary to the transient requirement
“technicality” aspect here does in itself not exclude the involvement of hu
intervention or manual activation.!™ Other examples forming an integral pait
technological process include the reproductions performed within the memor
a satellite decoder and on a television screen which were held (o be tempo
transient, '3 .

Fourth condition: the sole purpose is a transmission in a network or @ lg
use The fourth condition again includes two alternative situations. The
hypothesis, transmission in a network, covers, for instance, copies made by i
routers which direct copyrighted works from the sender to the recipient or b p
servers for the sole purpose of facilitating the transmission of copyrighted: v
and other data over the network. Similarly this condition also applies o other g
munications networks such as the telephone network and wireless networ
long as the intermediary does not modify the information transmitted or inter
with the lawful use of technology.?!” The second hypothesis, a lawful us
explained in recital (31) as being a use that is either authorised by the rightho
or not restricted by law. The latter situation refers to the types of uses that

(d) Private copy exception

ropean legal framework The Evropean legislator has laid down the scope of
plication of the (optional) exception of private copying in art.5(2)(b) of the
¢ Directive: rightholders cannot oppose “reproductions on any medium made
‘natural person for private use and for ends that are neither directly nor
cctly commercial”, This exception only affects the exclusive reproduction right.
¢, in an online environment, it will be for the most part relevant for acts of
ding as the making available of materials on the internet, i.e. uploading,
d trigger the application of the right of communication to the public that is not
pted under this exception. In the Member States where the copyright law
dés this exception, the law must also provide a system for compensation of the
the rightholders, as is stipulated in the second part of this provision (“on
on that the rightholders receive fair compensation which takes account of the
ion or non-application of technological measures referred to in art.6 to the
t subject matter concerned™).

10

S

Pubtic Relations Consultants Association Ltd v Newspaper Licensing Agency Lid (* PRC’
13 BUCi2014: 1195, paras 44 (o 46. '
Public Relations Consultants Association Lid v Newspaper Licensing Agency Lid ( "PRC "t ) (C
£3) EU:C:2014:1195, para.43. :

"o Public Relations Consuliants Association Lid v Newspaper Licensing Agency Lid (“PRC ”) (
13) EU:C:2014:1195, paras 47 to 50.
It is more appropriate to examine this #hird condition in the second place; see Pub! Re
Consultants Association Lid v Newspaper Licensing Agency Lid and Others {“PRC”) (C
EU:C:2014:1195, para.28.
W2 Infopag Mnternational A/S v Danske Dagblades Forening (“Infopag 1”) (C=5/08) EU 2009
para.61 and Infopay fnternationat A/S v Danske Dagblades Forening ( “Infopag I} (C—30
EU:C:2012:16, para.30.
Public Relations Consuliunis Association Ltd v Newspaper Licensing Agency Lid ( “PRC AL
13) EU:C:2014: 1195, paras 33 to 37,

Infopaq International A/S v Danske Dagblades Forening { “Infopag 1" (C-302/10) EU
paras 31 to 32,

Foatball Association Premier League Lid v QC Leisure and Karen Murphy v Media Proté
Services Ltd (" Premier Leagne”) (Joined Cases C-403/08 and C—429/08) EU:C:2011:631; pa
10 182,

16 Bechtold, “Aricle 57 (2016), p.457.
17 InfoSoc Directive recital (33).

10

=)

13

und The private copying exception was introduced in many Member
in the 1960s as a response to the development of new performing l‘eprodpc-
techniques (photocopy and fax machines, and music and video recording

il

w

wotball Association Premier League Ltd v QC Leisure and Others and Karen Murphy v Media
ection Services Ltd (“Premier League”) (Joined Cases C-403/08 and C-429/08)
1C:2011:631, paras 170 to 171,

clitold, “Article 5° (2016), p.458.

ifopag Interndtional A/S v Danske Dagbludes Forening (“fopag 117 (C-302/10) EU.C:2012:16,
AraS0; Premier League, para,175.

o] pag International A/S v Danske Dagblades Forening ( “Infopay 1) (C-302/10) EU:C:2012:16,
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& copy in respect of material that is not made available with the consent of
rightholders.™ Both the principle of strict interpretation and the requirements
three-step test outlaw national legislation that does not distinguish the situ-
whereby the source from which a reproduction for private use is made is law-
i that in which that source is untawful, Hence access by users, even for their
& use, to non-authorised material, e.g. by bypassing technological protection
isures or through illegal sources needs to be gualified as an infringing act.!™ This
w is also of particular relevance with regard to liability for linking and
ming. 2 Only copies made by a natural person for private use are exempted.
re is no condition as o the location where the copy is made which may pos-
y be the premises ol a library.'¥* Neither does the text of the directive explicitly
ilate that the reproduction qhou]d be intended by a natural person for their
afe use, but only “for private use”. There is therefore no need for the copy to
ely intended for the benefit of the copier.'™ It is accepted that private use is
se that serves the personal purposes of a natural person in a private sphere,
uding close friends or family members.'™ The Directive allows for the “use” of
py, which is wider than just the making of one copy.!* Thus, the beneficiary
: exception can make copies for purposes of backup, space shifting, format
ting, or any other use as long as it is confined to the private sphere. Such “user
yomy’' 137 is deemed justified as long as there is no direct or indirect com-
al purpose and the legitimate interests of the rightholder are not prejudiced
three-step test). A still unresolved question relates to the application of the excep-
in the case of copies made in the cloud at the request of a natural person. For
mple, in the case of nPVR, the user and thus a natural person will indeed press
¥rec” button, but purely technically that copy is made and stored by the service
vider on its internal or external servers. While some jurisdictions do not require
ty between the material copier and the user of the copy and focus on the
on who commits to making the copy, this viewpoint is not shared in all Member
es.1% It is, however, clear that where a cloud service offers private individuals
possibility fo stove copies of copyrighted works in the cloud by means of a
ote computer system, whereby such commercial company actively contributes
he recording of those copies, it cannot invoke the benefit of the private copy

ption. ¥

equipment).'? The massive copying practice by individual users resulting
these evolutions had led to a phenomenon of “market-failure” with (toa)
{ransaction costs required for the negotiation of individual licenses and:f;
enforcement of the exclusive reproduction right.!2, 4 The digital devet()pm
have speeded up the ease, speed and volume with which near ly perfect copii

be made. Countless works, with music and movic first, are nowadays copie
further private use to hard disks, smartphones, tablets digiboxes and cloud-b;
locker services such as nPVR (network based personal video recorders)!?s ang:
cconornic impact on the normal exploitation of copyright is increasing, The fasg
ing challenge explains the label of “a remaining hot issue” that continues:
the EU as well as national legislators busy in framing the exception of p
copying. As many new services involve the intervention of intermediary se
questions relating to copyright infringement have brought the issue of (primar
secondary) liability of the latter to the forefront. 2

Situation in EU Member States The private copy exception was introduce
most Member States, except for the UK and Ireland, which allow only limited fo
of private use.'” It is not a coincidence that these are common law _]uI‘lSdICt[
In other Member States, as is the case with other optional exceptions, the s
the private copying regimes and, in particular, the levy systems differ mdrk
from country to country.!® This constitutes an obstacle to the development of ¢n
country services such as cloud locker or cloud video recorder services in the inie
market. Article 5(2)(b} of the InfoSoc Directive gave rise to numerous prelim
questions to the CJEU, but apart from ACT ADAM, they have thus far ma
concerned the remuneration provisions.'??

Conditions of application The CJEU ruled that, although art. 5(2)}(b) doés n
dress expressly the lawful or unlawful nature of the source from which a repro
tion of the work may be made, Member States may not apply the exception

122 See more details in Hugenholtz, “The Story of the Tape Recorder and the History of Copyrig
ies”, in Copyright and the Challenge of the New, by Sherman and Wiseman (eds) (Alphen aan
Rijn, Kluwer Law Internationat, 2012), 179; Reinbothe, “Private Copy Levies”, in New Dev
ments in EU and International Copyright Law, by Stamatoudi (ed) (Alphen aan den len
Law International, 2016}, p.299.
Burrell and Coleman, Copyright Exceptions: The Digital Impact, Cambridge Studies i
lectual Property Rights (Cambridge, Cambridge University Press, 2005), pp.197-198; Ricket
Ginsburg, The Berne Convention for the Protection of Literary and Artistic Works: 188
{Oxford, Oxford University Press, 2000), p.781.
¥4 There are alternative justifications for the private copying exceptmn such as the rlght o P
See, e.g. Visser, “Copyraght Exemptions Old and New: Learning forin Old Media Experién:
The Future of Copyright in a Digital Environment, by Hugenholtz (ed.) (Alphen aan. den ki
Kluwer Law International, 1996), p.50; Mazziotti, EU Digital Copyright law and the En
{Berlin, Springer, 2008}, pp.34-36.
123 This form of consumption of protected content should be distinguished from the alternative it
ful busiress model of “streaming” (Netflix, Spotify, Tidal, Apple Music, etc.) that does ne
the making of “copies” and therefore dees not trigger an application of the private copy
exception, S
26 Further discussion in para.8-070 and onwards.
127 For the UK, sce CDPA 1988 5.29 (fair dealing for the purpose of private study), 8,70 (tune-
of broadcasts for private and domestic purposes) and .71 (photographs of broadcasts for privat
domestic purposes). For Ireland, see Copyright and Related Rights Act 2000 arts 101 and. 204
1% For an overview, see Blazquez, Cappello, Fontaine and Valais, Exceptions and Limit
Copyright, IRIS Plus (Strasbourg, Buropean Audiovisual Observatory, 2017), pp.32-35
129 See references to all these cases Further below.
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r'compensation The remuneration obligations were clarified in Padawan and
123

=

Cl Adam BV e.a. v Stichting de Thuiskopie en Stichting Onderhiandelingen (C-435/12)

U:C:2014:254; and Copydan Bandkopi v Nokia Danmark A7S (C-463/12) ELEC:2015:144,

opydan Bindkepi v Nokia Danmark A/S (C—463/12) EU:C:2015:144, paras 75 to 79.

ee discussion in para.8-032.

echnische Universitit Darmstadt v Eugen Ulmer KG {C-117/13) EU:C:2014:2196.

arapapa, “A copyright exception for private copying in the United Kingdom” EIPR (2013} Vol.35,
33.

alter and Von Levinski, Enropean Copyright Law — A Commentary (Oxford, Oxford University

Tess, 20100, 8.11.5,31,

his {atter limitation is imposed in the Software Directive. See discussion in para.8-079,

- Ginsburg and Gaubiac, “Private Copying in the Digital Environment” in Intellectual Property and

“Information Law: Essays in Honour of Hermen Cohen Jehoram, by Kabel and Mom (eds) (Alphen

‘aan den Rijn, Kluwer Law International, 1998), p.150.

:For an overview of differences between jurisdictions, see Haouideg and Debaene, “L’exception de

“copie privée dans les nuages”, futellectuele Rechien-Droits Intelleciuels (Belgium), 2014, pp.686—

87. This solution is e.g. confirmed in the German Copyright Act UrhG art.53.1; see also

:Bundesgerichtshof 22 April 2009, GRUR 2009, 845 (Internet Video Recorder),

i VCAST Limited v RTI SpA (C-265/16) EU:C:2017:913.

[413]

8-040



8-047

INTELLECTUAL ProPERTY R1GHTS: CoPYRIGHT AND TRADEMARK ISSUES Coryright Law

subsequent cases.'*® Member States that decide to introduce the private copyi
exception into their national law must mandatorily provide for the payment of
compensation” to rightholders but they retain the power to determine the f
detailed arrangements for financing and collection, and the level of that
compensation.'"! Yet, such remuneration system must achieve a “fajr bala
between the persons concerned, meaning that fair compensation must be cale
on the basis of the criterion of the harm caused to rightholders by the intrody
of the private copying exception. As regards possible remuneration Schemes
CJEU accepts that liability to finance the fair compensation is allocated to
persons who make digital reproduction equipment, devices and media availapje
private users or provide them with copying services, on the condition that th
able to pass on to private users the actual burden of financin g it."2 Furthermore.
scheme should be set up in such a way that it establishes a link between, on
hand, the application of the levy intended to finance fair compensation with .
to digital reproduction equipment, devices and media and, on the other handd
deemed use of them for the purposes of private copying. Consequently
indiscriminate application of the private copying levy to digital reproduction eq
ment, devices and media, that does not allow to distinguish between a private
professional use thereof, is incompatible with European copyright law, 43 Iﬁ
another case, the CJEU raised no objection against a scheme that provides tha
compensation or levy is paid not directly to those entitled to such compensa
but to social and cultural institutions set up for the benefit of those entitled
ceptable, on the condition that those establishments actually benefit those enti
and-the detailed arrangements for the operation of such establishments are ng
discriminatory.'# '

¢, voork or, more generally, of an extract from a work for the purposes of illustrat-
; n assertion, of defending an opinion or of allolwmg an intellectual comparison
een that work and the assertions of ll}at user, since the user of a prqtected_ work
fhing to rely on the quotation exception must therefore have the intention qf
ring into ‘dialogue’ with that work. ¢ Article 5(3)(d) further prescribes that this
<ception may only apply in regard of protected subject matter that has a]read_y been
1 Ily made available to the public and thgt,.un.less this turns out to be impos-
ble, the source, including the author’s name, is Indxcated_. It 1S.fu1'then'n01'e required
| tt’he use of the protected content is in accordance wu'hl fair practice aqd to the
ent required by the specific purpose. The latter conditions will very likely be
en into account by courts when assessing e.g. fht? extent or length of a quota-
that is not defined in the text of the Directive. An important aspect of the excep-
is that the right to quote is not limited to particular qultural genres. Art?cle
5(3)(d) applies to all works and subject matter .of related rights and is not limited
o quotation of text or in text. Hence the exception can be applied in other cultural
tors, such as art, film, music and recorded music as Well. _ .
As regards the ratio underlying the quotation exception the CIEU Clal'l'ﬁ(;‘d in
ner that this provision intends to strike a fair balance between the right of
edom of expression and the exclusive rights conferred on authors'

The problem with snippets A snippet is a small part,lpiece or thing. In an i}ltet‘net
ontext snippets usually refer to short summaries of articles—often news articles—
sisting of the headline and a sentence or two of a story.. Because Feaders want
{0 know what a link leads to before clicking, sites often mclud‘c snippefs _o_f the
linked-to content as part of a link. However, from the perspective pf trgdltmpal
yright law, snippets involve acts of reproduction and communication for which
he prior authorisation of the rightowners is required, ' unles§ one of the statutory
exceptions would apply. In this debate, arguments are sometimes made in favour
an application of the exception of quotation. However, the present fragmentgd
pal framework of the (optional) quotation exception has led.to substantially (!lf—
nt legal responses as regards the legality of “snippets” applied by search engine
rvices. While courts in EU Member States in general agree that search engine
ices must be privileged to support freedom of expression and info_rmation in the
digital environment, the final outcome of a decision as 1'cga1'§15 possnbls? co,Pynght
liability remains very unpredictable. Depending on the “nauongl version of the
uotation exception, the outcome may vary from, in some countries, denying to ap-
ply the quotation exception because its (nationally transposed) requirements are not
“met, to, in other countries, interpreting the exception as covering snippets, image
earch results and the like. These differences are a source of legal uncertainty. The
12019 DSM Directive has harmonised this issue in respect of snippets taken from
press publications (see below).
.
he press publishers’ right The wide availability of press publications online
‘has given rise to the emergence of new online services, such as news aggregators

(e) Quotation exception

European legal framework Quotation is expressly exonerated in the BC!
the explicit permission in art.5(3)(d) of the InfoSoc Directive to use works *
quotation, criticism, review and similar purposes” did therefore not com
surprise. Neither the Directive nor the BC offer a definition of “quotation”, Acc
ingly, the word should be given its usual meaning in everyday language, taking |
account the context in which it occurs. The CJEU has clarified that the essentia
characteristics of a quotation are the use, by a user other than the copyright holg

M0 Padawan SL v Sociedad General de Autores y Editores de Espaiia (SGAE) (C-467,
EU:C:2010:620; Stichting de Thuiskopie v Opus Supplies Deutschland GmbH (C-462/09)
EU:C:2011:397; Amazon.com International Sales Inc. and Others v Austro-Mechana Gesellschal
zur Wahrnehmung mechanisch-musikalischer Urheberrechte Gesellschaft mbH (C=521,
EU:C:2013:515; Copydan Béindkopi v Nokia Danmark A/S (C-463/12) EU:C:2015:144; Aus
Mechana Gesellschaft zir Wahrnehmung mechanisch-musikalischer Urheberrechte Gesellscl
mbH v Amazon EU Sarl (C-572/14) BU:C:2016:286; EGEDA v Administracion del Estado (C4
14) EU:C:2016:418, i
Padawan SL v Sociedad General de Autores y Editores de Espaiia (SGAE) (C-467)
EU:C:2010:620, para,37.

Padawan SL v Sociedad General de Autores y Editores de Espaiia (SGAE) (C-467
EU:C:2010:620, para.50.

Padawan SL v Sociedad General de Autores y Editores de Espaiia (SGAE) (C-467
EU:C:2010:620, para.57.

Amazon.com International Sales Inc. and Others v Austro-Mechana Gesellschaft zur Wahrnehmun
mechanisch-musikalischer Urheberrechte Gesellschaft mbH (C-521/11) EU:C:2013:515; para,
BC art.10(1).

14

14

s

W Polham GmbH, Moses Pelham, Martin Haas v Ralf Hutter, Florian Schneider-Esleben
BU:C:2019:624Spiegel Online GmbH v Volker Beck (C-516/17) EU:C:2019:625

W' Eva-Maria Painer v Standard VerlagsGmbH and Others (C-145/10) EU:C:2013:138, para. }34.

8 Such conclusion is reinforced by the Infopaq ruling of the CIEU that even a sequence (“snippet”)

of 11 words may be copyright protectable and therefore require prior consent before its use; Infopag

International A/S v Danske Dagblades Forening (C-5/08) EU:C:2009:465.
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or media monitoring services, for which the reuse of press publications constif
an important part of the business model and a source of revenue. For many:y
press publishers and news agencies opposed the practice of linking to, or using s
pets from, their articles by these actors because readers may get the information
were seeking without having to read the full article. Such conduct reswits in-a:lg
in advertising revenues which they need to recoup their investments. It is agai
this background that the DSM Directive has introduced a new neighbouring
that protects the online use of press publications such as daily newspapers, wegk
or monthly magazines of general or special interest, including subscription-b
magazines, and news websites.!®® The right, which has a limited duration of.
vears, benefits publishers that are established in a Member State and have’
registered office, central administration or principal place of business within
Union. This right adds an extra layer to clear rights for news aggregators, on
of the copyright of the journalist, that is often transferred to the publisher and ¢
own sui generis database right of the publisher, The new right does not app
private or non-commercial uses of press publications by individual users
continue to be governed by the general copyright rules. Neither does it exten
mere acts of hyperlinking, the use of individual words or very short extracts; o
use of mere facts reported in press publications. The new provision is hnally
applicable lo periodical publications published for scientific or academic purp_
such as scientific journals.

ning as the inclusion of a work to illustrate the teaching in the modules direcied
adents in different countries is currently subject to different treatment depend-
on the country. In order to comply with all applicable laws (countries of recep-
“'an institution must either go through an incumbent process of copyright clear-
e undei each of these national laws or deny access (o the students residing in
sountries for which the teaching material has not been cleared. The 2019 DSM
ictive has complemented art.5(3)(a) of the InfoSoc Directive with two manda-
‘exceptions, one dealing with text and data mining by research organisations
dultural heritage institutions and the second covering uses of protected content
gital and cross-border teaching activities.!* In the latter case, the territoriality
oblem that cross-border uses may involve, will be solved by pointing to only one
plicable law, i.e. the use shall be deemed to occur solely in the Member State
liere the educational institution is established. Regarding the former case (excep-
for text and data mining or "TDM"), art.4 of the DSM Directive mandates BU
mber States to put in place an exception that permifs anyone to make reproduc-
¢:and extractions of protected subject matter in order to carry out, for all
ginable purposes and regardless of any underlying commercial motive, text and
mining activities {i.e. computational analysis of data contained in a text or data
- order to extract new knowledge from it). This exception is subject to two
nditions. Firstly, the user should have lawful access to the content and secondly,
rticular use for TDM purposes has not been expressly reserved by their
shtholders in an appropriate manner (e.g. through machine-readable means as
ddata, contractual clauses or unilateral statements). The latter possibility of an
:out’ may allow rightholders to put in place a derivative market for text and data
ng, that they can control and licence,

{f} Other internet-relevant exceptions

General observations  As a matter of principle, all exceptions that allow for 4
of reproduction as well as acts of communication to the public may be releva
an internet environment, Uploading content functionally seems to affect only
right of communication to the public but will, from a technical perspective; o
include preparatory or prior acts of reproduction. Article 5(3) of the InfoSoc D
tive lists 15 optional limitations which BU Member States may implement; in.
regard. The DSM Directive adds a few more. The discussion below will focu
those exceptions that are most relevant in an internet context. :

ss. In accordance with arts 10(1) and 10bis BC, art.5(3)(c) of the InfoSoc
ctive allows Member States to exempt certain uses of works by the news media.
‘distinct exceptions may be foreseen, A first possibility is the use of articles by
e press that have already been published elsewhere and deal with a current
nomic, political or religious topic. This exception may, however, not apply in
s where such use has been expressly reserved by the rightholder, A second
ternative allows for the use of protected works in general on the condition that the
nmects with a reporting of current events (e.g. a news report showing a
righted image) and (o the extent justified by the informative purpose, 13t A
t condition for both alternatives is that the source, including the author’s
¢, is indicated.

Teaching and research; text and data mining Article 5(3)(a) of the hifo
Directive provides for a flexibie and technology neutral exception for teaching
research purposes. This provision allows for the exemption of any use done as
of the instruction in any formats (analogue or digital) and is thus potent
intended to cover face-to-face, as well as distance and online teaching. Howi
little harmonisation has been achieved as most Member States have not opte
transpose this provision in its proposed format. Most national provisions ten
restricted in terms of acts of exploitation (i.e., reproduction and/or performan
display, but not making available—which leaves out online and distance ed
tion), works (some works are excluded from the limitation) and amounts:
ments, short fragments, percentages, pages, etc.) that can be used, and in some cas
private (non-public) for-profit institutions are left out. Finally, the optional reg
ment of compensation which is left to the discretion of the Member States s ano
important ground for national dissimilaritics. This fragmented approach’ gre
impairs the development of digitally supported teaching activities and distan

edom of Panorama exception Many Member States have transposed
(3)(h) that permits the use of works which are made to be located permanently
Ppublic places (e.g. taking photographs and video footage and creating other im-
,-such as paintings, of buildings sculptures and other art works). The FEuropean
imum scheme does not impose any limit as regards offline or online use of these
orks and posting pictures on social media platforms is in principle possible. The
opean norm, however, appears to be more permissive than many national law
nspositions. Several Member States have indeed restricted the exception to situ-
s in which the use is merely incidental and/or is accompanied by attribution

SM Directive arts 4 and 5.
ore clarification regarding these conditions is given in Spiege! Online GibH v Volker Beck (C-
16/17) BU:C:2049:625,

149 See art, 15 entitled “Protection of press publications concerning online uses”.
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pauthorised online uses by third parties into a col}yrigh‘é1 infri:gbg?zlr;;dlﬂ ;(()J;ni?f
3 y i i the exemption of parody ca
4 ces, the right of quotation or the e y can b u
mStgi ression includes a comment, criticism or parody of pre-existing krlnaten.al thglE
'medel'ﬁes the creation of the user-generated contel‘lt. In pql'tIC}l]'zlr the nt?lu?nov_
‘ J-'?nastiche’ in the parody-exception may possibly be ciglven an mlclp;llet‘e;u;;)?n ixiscand
' i ‘ormati ser- rated content, such as

rtain transformative types of user gener 2 !
erzs(i‘]c ups. As regards content that is uploaded on plgttor}gms l(()ftfﬁre]cjlsbl\g;[ (]))rﬂ.::n::e
B cot-shari Vi ider: h as YouTube or Facebook, the -
t-sharing service providers, suc ‘

...c.ontﬁgs introdlffced a sort of safe haven for users: to the extent that the p]f.llf:(;lm h;l]Si
Tuven able to obtain an authorisation/licence from the rightowners their ?flCtl\’] 1ei twto
i?;ﬁ within the scope of the licence and, therefore, no longer amou

~ infringement.'?®

and/or is purely non-commercial. This exception is for example very releyang for
internet platforms, such as Wikipedia.'s2 -

Parody In all Member States parody is widely accepted as a permitied use ey,

though it was not made mandatory in art.5(3)(k) InfoSoc Directive. Similar to i
practice regarding other norms in Directives, the CTEU has seized the opportunj
of a concrele case to qualify parody as “an autonomous notion of EU law” 153

Court ruled that the concept of “parody” must be interpreted by considering its yg
meaning in everyday language the essential characteristics of which are, first,
evoke an existing work, while being noticeably different from it, and secondly, {
constitute an expression of humour or mockery. Consequently, Member Stateg ar
not permitted to have different conceptions and, e.g., condition the application
the exception to additional requirements such as an original character that he
parody should display of its own. In addition, the Court emphasised that the parody
exception must strike a fair balance between the interests of rightholders and
freedom of expression of the users of the work, thereby taking into account othep
fundamental rights such as the right of non-discrimination. Finally, and althoyg|
this does not result from European copyri ghtlaw,'* the parody should of course a]_s'
respect the moral rights, and in particular the right of integrity. '

i i Creative Commons is a col-
1 ive Commons: a licence, not an exception :
:gzig‘trerm for a group of standard licences that n;ay kl)e 1.[1_Sed freeboef fnt:g geﬁ‘tg Hrlngicfe
i i blic on the internet. A selection can na -
L tO'the o ioned on the work. The conditions to these
' licence texts / icons to be mentioned on the vork. !
'Iffcrg:;es define the actions the user is allowed t(})] pﬁrrom"l:l)FlI'rtla)?c)efﬁ;t }?eer[:zlsiillt)ﬁ:
ree of charge, but without possibility i
B o o ﬁef: ¥ .. A refer to the name of the author is a
k or use it for commercial purposes. A reference ne :
w;]]le(rgll requirement. If the user does not respect the conditions set }forwilﬁj
;go right is breached. The most common licencing types allow use on the cc:i -
"t:ior:lythat the name of the author(s) is referenced (BY)kalLd th'e \;011{ &S r:]ot ﬁl:ework
'ci ; d/or each new work that 1s based o
e (NC)’ s ditions (SA) and/or the work can only
ation) is only distributed on these conditions (£ nd/or the wol ‘
gidsséd in i)ts ol'igi)rila] form without poss_iblhty of making “derivatives” (ND). The
'precedillg symbols can also be used individually.

E-lending The exclusive right of lending and the corresponding exception for
public lending'5s were meant to apply only to the making available of tangible co

ies of works and, hence, not of works that are available in a digital format or to
downloadable files (e.g. e-books, audiovisual works, music). The latter form of
e-lending—i.e. online making available for Iending—has therefore main
developed on the basis of licensing models, involving commercial actors an
intermediaries. However, in 2016 the CJEU, while noting that copyright must ada

to new economic developments, has ruled that the lending of an electronic book (e~
book) by public libraries may, under certain conditions, be treated in the same way
as the lending of a traditional book.!s This can, e.g., be acceptable under a “on
copy, one user” model that has essentially similar characteristics to the lending of
printed works. In such case the lending of an electronic book is carried out by plac-
ing that copy on the server of a public library and allowing the user concerned to
reproduce that copy by downloading it onto their own computer, in such a way that
only one copy can be downloaded during the lending period and that, after that
period has expired, the downloaded copy can no longer be used by that user,

(g) Digital libraries

Preservation Preservation and archiving are a traditional rolle Of'h-tz-l:;l:faigg
archives. With the shift to digital tgtho{ogles andtifg:;n;?]t(bi 2:1::: l;lsfrtllgvln 1e T
to trigger copyright questions,‘ as digital preserva b i
include acts of reproduction of Fhe works. Hence, for v\lfoli[ ﬁomcrs e
_public domain, prior authorisation from the 1e]c.vant rig Faiee e
ir less a statutory exception allows for sluc'h use. Article :
;ﬁ%(l:éfg ,Dl;?ective includeg such a possibility, albeit in a non—mangatorybg?nn:é:
Member States may allow for specific acts of reproduction made-hly qulll iC);] .
cessible libraries, educational establishments or m}Jseums, or by arc l}\lfes,t ot ars
not for direct or indirect economic or corpmermal advantage. iucd a(f zl :1(103:1 4
justified for example to address techno]og}cal.obsolescence or the deg‘ItHS(Z)(C) o
original supports. Article 6 of the DSM Directive has complemem:e art. 3 (.08
the InfoSoc Directive with an additional and, th1.s time, manda.toxy ngrlsjloub‘ect
allows cultural heritage institutions to make copies of any‘w.olks or of q(:lll sm Jfol'
matter that are permanently in their collections, in any toxmz.it ()(rj rtneth : o
purposes of preservation of such works or other subject matter and to

necessary for such preservation.

No exception for user-generated content User- generated content is the result of
increased user participation and interaction in the creation of online content o
which the internet has greatly contributed. Notwithstanding many pleas and the:
Canadian example,'” no explicit exception has been accepted yel in relation with
the creation and dissemination of user-generated content turning many current

15:

<}

Wikipedia offers an overview of the status of what is legally allowed in countries around the world;
see https:/en.wikipedia.orghviki/Fi reedom_of_panorama [Accessed 17 September 2019].
Johan Deckmyn and Vrijheidsfonds v Helena Vandersteen (C-201/13) EU:C:2014:2132.
For further details, see above, para.8-015,

This protection scheme is regulated in Directive 2006/114 on rental and lending rights and on certain
rights related to copyright in the field of intellectual property.

Vereniging Openbare Bibliotheken v Stichting Leenrecht (C—=174/15) EU:C:2016:856.
Underart.29.21 of the Copyright Act of Canada, non-commercial user-generated content that is based’
on copyrighted material does not amount to infringement,

[418]
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Online use Libraries own physical copies of protected works but they do not hold
15
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158 DSM Directive art.17. This provision is discussed above in section 2(a).
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ories of works'6* that may obtain orphan work states are limited to: (1) writ-
ings, such as books, journals, newspapers and magazines; (2) cinemat?gl'aphjc and
~ other audiovisual works; (3) phonograms; and (4) embedded .W()l'ks, ie. works or
* other protected subject matter that are incorporated in, or constitute, an integral part
of the three aforementioned types of works. Hence, excluded from the scope of the
WD is the category of (orphaned) standalone photographs and other images, an
area where the problem is particularly pressing. Articles 1 and 2 OWD. deﬁng \_;vhcn
~and how the orphan work status is determined. Only works for which a diligent
jsearch for the rightholders has been carried out unsuccessfully'® and the results of
\which are duly recorded in a single publicly accessible onl‘inle databa'se ma}laged
by the EUIPO'% can be given orphan work status.'s” Once it 1s cste}bllshed in one
have been taken such as the European Digital Library Initiative of 2005,19 i ember State that a work is orphan it shall be considered orphan in all the other
Orphan Works Directive of 2012 (hereafter: “OWD”)!® and the Memorandum o | \ember States. This solution of mutual recognition of the status (o ensure Cross-
Understanding on Out-of-Commerce Works of 2011.'6! The latter two initiatiyes border use in OWD art.4 may serve as an example for solving cross-border issues

constitute the main instruments which digital libraries and other cultural herita {hat are currently caused by non-harmonised copyright exceptions in respect of
Institutions in Burope currently dispose of for making in-copyright works aya '

: S other protected content.!s® The use of orphan works is facilitated by a mgndalory
able online.'®* The other alternative is individual licensing the transaction costs of exception or limitation'® insofar as it falls within a public-interest mission.'”
which exceeds the possibilities of most libraries. S

Permitted uses are (a) the making available to the public and (b) acts of reproduc-
;fion but only for the purposes of digitisation, making available, indexing, clalalﬂgu—
ing, preservation or restoration.!” The exception seems (0 ovetlap to a certain extent
the exception in art.5(2)(c) of the Infosoc Directive that allows th.e bcneﬁglary
institutions to perform “specific acts of reproduction” of works in their cqllectlons.
owever, unlike in the InfoSoc Directive, the exception under the OWD is manda-
tory and lists clearly for what purposes reproduction is permitt;d. art.5 OWD
‘mandates that Member States ensure that rightholders can at any time put an end
o the orphan work status of their work. They must moreover provide a compensa-

the copyright and need to seek permission for making such works available onli

The preservation exception discussed in the previous paragraph only allows for ac
of reproduction while online exploitations involve the right of Confununication'
the public and the making available right that are in no way exempted. The mair
challenge for digital libraries when it comes to digital online use is moreover .-
sheer volume of licensing of in-copyright works, many of which are orphan woy 3
In the case of orphan works—i.e. copyright protected works whose rightholq
cannot be identified or located—it is impossible to obtain permission, and thig
fects the ability of libraries to fulfil their purpose of promoting access to and
preserve the cultural heritage. This adds to the danger of a twentiet -century “b]aré
h_o]e” where cultural material from before 1900 is accessible on the web, but ven
little material from the more recent past. To remedy this problem, some initiatiye

~ categ

Orphan works  Orphan works are works such as books, newspaper and magazine
articles and films that are still protected by copyright but whose authors or other
!'ightholders are not known or cannot be located. The orphan works problem is thus
in essence a rights clearance issue as it is impossible to obtain permission for
of the work in such cases. The OWD has established a special “legal rights ¢
ance mechanism” that should enhance legal certainty in the internal market fo

digitisation and making available of orphan works with a minimal risk of liabili

The OWD in a nutshell The OWD sets out the conditions under which an
orphan work status can be established and legitimately used throughout the whole
EU/EEA. Its objective is to facilitate certain uses of most but not all orphan wor
that are in the archives and collections of cultural heritage institutions in order
allow these organisations to fulfil aims related to their public-interest missions, On
certain types of institutions that are established in a Member State can use orphan
works under the Directive. These beneficiaries are listed in an exhaustive manner.
and can be grouped into four categories: (1) publicly accessible libraries,
educational establishments and museums; (2) archives; (3) film or audio heritay
institutions; and (4) public-service broadcasting organisations’'®3 (art.1). The:

is laid down as compared to the two first categories in the sense that some official recognition by a
national legislator is required.

Although the notion “works” that is used in the title and headings of the Directive only seems to refer
to copyright protected material, the Directive clearly embraces related rights as well; OWD art.1(2)
in fine, recitals 3 and 14,

165 The OWD does not contain a precise definition of “diligent search”, but sets a minimum threshold:
it should be conducted (1) in a diligent way, (2) in good faith, (3) for each work and (4) prior to the
use. Moreover, for the search to be diligent, a minimum set of resources to be consulted is identi-
fied in the Annex to the Directive but this list may be supplemented by the Member States.

See more details at ht!ps://euipo.em'apa.eu/ohimparmllenfweb/observarory/arphrm—work&
database [Accessed 17 September 2019].

167 |t should be observed that these stringent requirements have cast doubts as to the efficiency of the
Directive to aid digital libraries in pursuing their goal. The diligent search is costly and time-
consuming and the long list of sources to be consulted for the search to be diligent, is on its own
quite challenging. Furthermore, embedded works have to undergo a separate independent search
which will be burdensome for categories of works where there are multitudes of embedded works
(e.g. newspapers and magazines), )

The OWD stipulates that from October 2015 the Commission should submit an annual review on
the possible inclusion of works that currently remain outside the scope of application. However, it
seems unlikely that adaptations to the Directive will be proposed in the very near future.

OWD art.6(1). As is stated in recital 20 of the OWD, this exception has to be added to the exhaus-
tive list in art.5 of the Infosoc Directive. )

10 OWD arts (1) and 6(2). Recital 20 refers to activities such as “the preservations of, the restoration
of, and the provision of cultural and educational access to, their collections, including their digital
~ collections”, but these factors are clearly not exhaustive.

I OWD art.6(2). Other uses, i.e. distribution, performance or public display fall outside the scope of
the Directive.

15

&

COM(2005) 465 final, Communication from the Commission to the European Parliament, he
Council, the European Economic and Social Committee and the Committee of the Regions - 1201
digital libraries (2005).
' Directive 2012/28 of 25 October 2012 on certain permitted uses of orphan works [2012] OJ L299/5
(“OWD”). The Directive was to be implemented by all Member States by 29 October 2014, 4
Memorandum of Understanding on Key Principles on the Digitisation and Making Available of Out-
of-Commerce Works of 20 September 2011 (“the MoU?”).

See more details in Janssens and Tryggvadottir, “Orphan works and out-of-commerce works o
the European cultural heritage available: are we there yet?”, in The Future of Copyright. A Europe
Union and International Perspective, by Stamatoudi (ed.) (Alphen aan den Rijn, Kluwer
International, 2016), 189. This Section re-uses some parts of this earlier publication.

163 For clarification regarding the two latter categories, see OWD, recital 20, Clearly, a higher thres!
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tion scheme for the use that has been made by beneficiary institutions ofig

1 onal obligations, as it does include the possibility of control over permit-
work but they remain free to decide how such scheme is to be organised 4

QOut-of-commerce works These are works that are no longer available thr
regular channels of commerce. Hence, facilitaling access {o this voluimij
category of works has been identified as another important problem for
libraries seeking to digitise and make their collections available online. Somé
the regime for orphan works can provide a solution but far from all g
commerce works are orphan. To tackle the issue of out-of-commerce works
European Commission encouraged a stakeholders’ dialogue,!” which led
signature, by representatives of European libraries and rightholders’ organis
of the MoU on 20 September 2011 (the MoU). This Memorandum has, ho
no binding effect on its signatories, let alone on Member States’ obligafi
legislate. Articles 8 to 11 of the DSM Directive therefore introduced a solutio
will henceforth allow for the non-commercial use-—even with cross-bord
fect—of out-of-commerce works that are in their permanent collections by ¢l
heritage institutions. This will either be possible through the conclusion of a'li
agreement with a collective management organisation that is sufficiently ré
tive for certain types of works (system of extended collective licensing) of;
the former is not available, by operation of a new mandatory exceptio
however, be possible for rightholders, at any time, to exclude their works or
subject matter from the licensing mechanism or from the applicatio
exception.

nd exceptiens The protection scheme lacks a clear solution to the
sf how users can benefit from exceptions in practice when works are
or use-protected by TPMs, The European legislator has worked out a
isticated construction in art.6(4) which, however, made matters rather intricate
ional legislators, copyright holders and users. Instead of the legislator,
tholders have been entrusted with the “{ask” to provide the necessary measures
material available if needed for the exercise of an exception,

2 and proportionate TPMs  To benefit from the proiection, TPMs need
ffective. As a consequence they may relate to different pieces of a complex
.giving access to the work. At the same time, TPMs must be proportionate,
eans that they may not go beyond the objective of preventing the acts not
ised by the right owner. In particular, they may not cause an excessive
fice with activities of third parties not requiring (he authorisation of the right
‘Hence, in order to assess this proportionality, it is appropriate to consider
tent types of TPMs which are suitable to achieve the objective, and io compare
i terms of costs, effectiveness and impact on the activities of third parties. 1

tion against circumvention TPMs benefit from a twofold protection. First,
e protected against circumvention as such, where the person performs the
ention in the knowledge or with reasonable grounds to know that they are
{h} Protection for technological measures ng that objective.!”?

ection against facilitation of circumvention Second, TPMs are protected
a number of acts which tend to encourage, enable or facilitate the
vention, such as the sale of products or services which, in essence, are
ded to circumvent, 1 The latter protection is proportionate, in that the products
1vices at stake must show a close enough link with the potential
vention. The precise language of the InfoSoc Directive refers in this respect
ucts or services which “have only a limited commercially significant purpose
othier than to circumvent”,!” or, “are primarily designed, produced, adapted
‘med for the purpose of enabling or facilitating the circumvention”.'® As
rved by the CTEU, in order to assess the purpose of the products (or services)
‘tespect, the actual use hereof made by third parties may be particularly
t.’As a consequence, it may be useful, for instance, to examine how often
tigtous products are in fact used in order to allow unauthorised copies of the
0 be used and how often those products are used for purposes which do not
ige copyright in the work 1)

Overview With the international protection for technological measures p
copyright holders have been given a new arsenal of tools that allows them to ¢
the use of content on the internet in unprecedented ways. These provisions:
been drafted against the background of the early internet days, when copyright
ers had to struggle to stay in command of unauthorised use of their wol

technological measures were seen as the answer to the countless challenge
prayers were answered successively by the international legislator, ' by 't
lawmaker in arts 6 and 7 of the InfoSoc Directive and, af the national level; thri
the implementation of these latter provisions. :

Technological protection measures (TPMs)  Article 6 of the InfoSoc D
provides for mandatory legal protection of effective technological pro
measures against their unauthorised circumvention. This new protection m
that copyright has hauled into its system relates to technological systems th
designed to prevent or restrict access and/or certain uses of protected m
The scope of application of this European provision goes well beyo

solher Droit d’aunteur et protection des ceuvres dans 'univers numdrigue (Brussels, Larcier,
03), p.lo2.

nigndo v PC Box (C-355/12) BU:C:20114:25,

foSac Disective art.6(1).

f_oS_oc Directive art.6(2).

oSoc Directive art,6(2)(b).

oSoc Directive art.6(2)(c).

ndo v PC Box (C-355/12) BEU:C:2014:25,

[423]

‘72 Commission Recommendation of 24 August 20606 on the digitisation and online access
cultural material and dlg:tal preservation [20006} OF L 236/28, point 6{b}. o
17} Anti-circumvention provisions and measures to protect tools relating to electronic man
information were imposed in the aits 11 to 12 WCT, and arts 18 to 19, in 1996 WPPT.
'™ Actually, there are different types of TPMs, such as enerypiion, scrambling or other tranish
of the work of a copy control mechanism. In view of this varicty and the tcchmcal na
we will not further comment on these aspects.
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ation incumbent on the hosting provider, the question arises whether th(; k}lf-
o 1d have to adopt content recognition technologies. Article 15 of t e
o ce Directive provides in this regard that a general obligation (o momt.m
:“mgi imposed on cither the hosting provider or the access prpwfier regard-
o o:tent stored on their servers. This ban on a general monitoring obliga-
hgn?ains unaffected under the DSM Directive. However, art.‘l’/‘ of the lrIl)Sll\g
mandates that online platforms, under §pec1f?c cu‘cumstan.ces, s ouh
: QEE:;J efforts to ensure the unavailability of specific works for which t .e
“hiholders have provided the service proyildcrs with the releygm and 1}?0?21?131
Lation, and, in any event, act expeditiously, upon receiving E.l suffic ; y
Org!r:tiate(,i notice from the rightholders, to disable access to, or kto [1) en:m;; r[zrﬁ;
M - M . 01.
provided by their customers, it seems justified to give them the privilege o websites the notified works or other sull)#c:c':t gmttfé’ E‘l‘;ffg?fn ‘:0 gz n?ply s 0
harbour. By contrast, there is no reason to grant them a limitation of liability ¢ their future uploads gsee below). Failure i the Fhﬂ form (o comply wit
ations where they play an active role. This explains the rationale for the new D ligations will result in ‘the lpss of the benefit o . tation of lizbilit
sions addressing the value gap in the DSM Directive, as discussed below, shed in art.14 (1) of Directive 2000/31. Moreover, Qn{a ther fro 1.,0 n
& mber 2017, the Commission started to focus on a poten.tia Hffeh ? mgl oV
he ways and the tools to address illegal content online, through a 01'11740 ] halg)c
1 (which deals with the different formslot iliegal content, such as i 'C'g&tl. hate
'h. terrorist content or copyright infringing c‘ontenﬁ). In its COmmL]';llCd 1ho o
rr,lber 2017, on Tackting illegal content online, 'wa.fh a view rcc)lwar s e{atoc;;n
responsibility of online platforms, th'e Commission cqmmltf lio .mgziition ;__%
oress in tackling illegal content onlllpe and to assessing w el edl ?moval o
aasures are necessary lo ensure the swift anq proactive det.ectlon an llemem o
al content online, including possible l'egisi.atwe measu‘lesl ctiodcomp e o0t the
ting regulatory framework. 18 At that time, it aiready provide S.On_l[e. g,lsled nee
t commion tools pursuing that objective while at the same tlmelé 1t- str 1es od that
king such measures does not automatigaliy lead.the online plat Ol‘émc osi Higel‘ce
rnefit of the liability exemption provided for in art.14 of the E- omd' cre
rective, 187 Following on from this, in March 2013, through a Rccm?men (tx nai
ommission exhorted companies and Member Stf:ntes to take a set of operatio !
res to that effect, before it determines whether it will be nece;s.?aly Fo p‘rogocw
lation.** The measures proposed cover, amongst others, Ciea'lel nollc(e5 an ;rfi .
rocedures, and more cfficient tools gr}d proactive technologlles. tThe I%I:Cﬁve
latter, the former is regularly put in a situation where it gains actual knowled; onrepeats in this respect.its;!:aliheé [fofl}fl%[; ;tt]iz:]tgt?;‘:‘igc :1;;}‘; ‘:;((}1;:; gg}; gmed live
- ine X not automaticaily lead (o the . y 08
ih’g T)Segggi of the Hability ezemption provided for in art. 14 of the E-Commerce

clive. 1

(i) Intervention by intermediaries

8-070  Liability limitation rules Articles 12 to 15 of the E-Commerce Dir
introduced liability exemptions for intermediaries, in particular interne
providers and internet hosting providers, also with regard to infringements of
lectual property rights.'*? The objective is to shield such intermediaries’
certain circumstances, from liability claims for itlegal content—includin
that infringes copyright—which is provided by the users of their service j
tions where the intermediaries do not have knowledge of, or control ¢
content, In cases where intermediaries indeed confine themselves to providir

o

8-071  Extent of exempted liability It is crucial to agree on the degree of liahilit
is exempted by the safe harbour. In this respect, it could be argued that the e,
tion should not extend beyond the liability for the infringing content that is pi
by the users of the service of the intermediary. In other wards, the privilege
sions do not address the liability of the intermediary for its “own” acts, Ini L¢
the CJEU gave some support for this view. The Court stated that, in ord
determine whether a “platform”, being a hosting provider, commits an act:

contrast, consideration must be given to the safe harbour provision
E-Commerce Directive when determining whether the platform can be held |
for the alleged infringements of intellectual property right which are comimi

its customers, 18 S

8-072 Knowledge and control Tt is critical for the benefit of the exemptioh-‘ th
intermediary does not have knowledge of, or control over, the infringing ¢
provided by the user of the service. The position of an internet hosting pro

content. Therefore, the E-Cominerce Directive provides that in such a situati
hosting provider has to act expeditiously to remove or to disable access’
litigious content.!85 A situation of this nature occurs when the hosting pro
receives a notification from the copyright holder that its servers store a ¢0
which infringes a copyright. B

atforms, licensing agreements and “value gap” The DSM Dirlectiv.e hgs 8-074
ished a number of rules applicable {0 “online content-sharing service provid-

o Mamtormg e pecmolostes e reaardiothe laSt-m' . - Commission Communication on Tackling illegal content online—Tf)waIds an enhanced responsibil-
| " Ii : 17) 555 final. N

| latforms, 28 September 2017, COM (20 : ‘ ]
tj(;r?ll:r?ilsls?(‘; %ommimication on Tackling itfegal content onslgsgeﬁ—T;)wa;gs an enhanced responsibil
i i : 17) nal, p.10.

t i fatforms, 28 September 2017, COM (20] ; ) ]
)crn(:tfrnoigs];:;pllecomlnendatinn on measures to effectively tackle illegal content online, 1 Mairch
18, C(2018) 1177 fimal. ) . i .
C%mmis(sion i){ccnmmendation on measuzes to effectively tackle illegal content onhrE, ézgf:::h
018, C(2018) 1177 final, rec.26. For a critical discussion of recent deveiopmcnts,;eg [ 7o Kl)j
mer;nedim'v Liability and Freedom of Expression in the EU From Cm;ceg!s to Safeguards,

uven Ceatre for I'T & IP Law Series (Cambridge, Intersentia, 2018), p.426.

[425]

'% For a detailed discussion, see Chapter TiL. US law also provides for safe harbour rules in fa
internet access providers and internet hosting providers. :

By L'Oréal vs eBay (C-324/00) BU:C:2011:474, paras 101 to 102, :

1 L'Oréal vs eBay (C-324/09) EU:C:2011:474, para.104. On the issuc of the liability
intermediaries for third-party copyright infringement, see e.g. Angelopoulos, Enropean: i
ary Liability in Copyright. A Tort-Based Analysis (Alphen aan den Rijn, Kluwer Law Inteim:
2016), p.592. '

15 B-Commerce Directive art. 14(1).
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.19 Last mentioned provisions apply irrespective of whether the mte'rmt?(z:};
ghi.be held liable for the infringcments§ made b}( the user of iis seéwces.l—{
“& based on the assumption that the mterlmec_hary is best place 1oft:51 e
in order to terminate or to prevent.thej illafl'lngeinfaflt, I'egardit?ss (_). any
fiability. Consequently, the competent J}ldlf:lai authorttaes .c.annot 1 Fq‘uue a}ri,u
o demonstrate that the intermediary is liable, even‘mdueg:ot]ly, or an (al-
4} infringement, as a condition for an injunction to be granted.

ers” (or platforms).1¥0 The latter notion means a provider of an informag
service of which the main or one of the main PUrposes is to store and give
access to a large amount of copyright-protected works or other protecte

maller uploaded by its users, which it organises and promotes for profit
purposes.' The main rules are as follows. First, the Divective clarifies ¢
of provider performs an act of communication to the public, and, as a
obtain the authorisation of the rightholders, for instance by concluding
agreement.”? The underlying idea is that onlinz services providiii
copyright protected content uploaded by their users without the inve
rightholders have flourished and have become main sources of access . N ot
online, This affects rightholders’ possibilities to determine whether; ap ct of protection Article 1 of the Directive op c.om.pllte‘lfg; C;%l af]T}i e
which conditions, their works are used as well as their possibilities to % hes that Member States should treat computer p! Eglggs’rhis tnfzﬁmim
propriate remuneration for it.1%3 This is often referred to as the “va ses as a type of literary work within the meaning of i 1.10(1) TRIPS. It
Secondly, the DSM Directive stipulates that when an online content-sharin. rdance with art.4 WCT, which in turn is in 11?% with art, u T worics

provider performs an act of communication to the public or an act of mak;, be noted, however, that despite the general quali ng}ontats Iu¥alit of
able to the public under the conditions mentioned above, the limitation us elements of a computer program may be ?‘éljle(t:h f ?):ge eiem}énts
established in art. 14(1) of the E-Commerce Directive shall not apply.'® Third hit regimes. It follows frvom the case-law 'ot ttl:le C é 210 § et tesime
Directive states that, as a result, the online content-sharing service pro ualify as literary works in accordance with the Sp;?‘ tc dp)jougrce . Og des)
have not obtained an authorisation despite their best efforts shall be ded by the Directive on computer prograns (e.g. N jec tan[ Zb the com-
unauthorised acts of communication to the public, unless they demonstrate ther elements may constitute literary works ‘that. are pro ec; ;‘ mgnuai uiser
have complied with a number of obligations.'% Those obligations incluid pyright regime provided by the Infog?c Directive (e.g. u '

of the provider to (i) make best efforts to ensure the unavailability of spec ic interface, programming languages).”

for which the rightholders have provided the service providers with the rel

3. Protection for computer programs

g202

on of ideas and principles For the avqifiance of do‘ubt, art. 1(2) o‘i' tlhe-
five on computer programs reiterates thﬁ: traditional exclusion from copyright:
¢ expression of a computer prograin s proteqted and SUlCh protection canfm
ay be extended to any ideas or principh_:s which underlie any .elelzmcr}t 10‘ a
m, including those which underlie its interfaces.* To hejlp dlstn}guls ling
jon and idea, recital 14 clarifies that, to the extent that lgglc, a!gomtﬁmsl and
mming languages comprise ideas and principles, those ideas a_nd prmf:lplli:s
rotected under that Directive. Moreover, lhfa CIEU clarified thgt the
joniality of a computer program constitutes a mere idea as wcil.,' 50 tl’}at it ;an—
é'pl'otected by copyright.2 Consequently, while the unal‘lthous?ed‘.lepro uct-
the original expression of a computer program results in a;;ﬁmfungemen ,
production of the sole functionality of the program does not.

ficiently substantiated notice from the rightholders, to disable access
remove from, their websites the notified works or other subject matter, 4
best efforts to prevent their future uploads, Fowthly, the Directive manda
the providers should put in place an effective and expeditious complaint
mechanism that is available to users of their services in the event of disput
the disabling of access to, or the removal of, works or other subject matfer uple
by them. 196 S

Injunctions The liability exemption provisions of the E-Commetce.
must be distinguished from the remedies which are available agai;
intermediaries. In particular, the language of those provisions clarifie

exemption granted shall not affect the possibility for a court of requiring th
provider to terminate or to prevent an infringement, irrespective of whet
service intermediary is an access provider or a hosting provider.¥7 Mareo
safe harbour provisions of the E-Commerce Directive must be read togel

the provisions enabling the rightholders to obtain injunctions against infer
ies, as foreseen in the InfoSoc Directive, ! respectively the En

usive rights With regard to the reproduction of the work, art.‘f«i(i) ‘of the
tive on computer programs is more explicit and also broa;ier in terms of
sive rights, in comparison with art.2 of the InfoSoc Directive. Due to the

focement Directive 2004/48 arts 9 and 11,
dal vs eBay (C-324/09) EU:C:2011:474, para.127.

icati i i irective 2004/48 on the enforce-
mmission Communication, Guidance on certain aspects of Directive _ 1
ni of intellectual property rights, 29 November 2017, COM (201;) 708 final, p.16. Injunctions
st intermediasies are further discussed in para.8-112 and onwards. _ .
Directive 2609/24 on the legal protection of computer programs {2009] QJ L1 11/16 (replacing Direc
e 91/250). )
Sﬂfﬂmmwi) (C-393/09) BU:C:2010:816; SAS Institure v World Programming Led (C-406/10)
HLEC:2012:259.

ee also discussion in para.8-009. _ . ) ‘
Institute v World Programming Lid (C—406/10) ECLEEU:C:2012:259, para.dd,

SAS Instinte v World Programming Ltd (C—406/10) ECLLEU:C:2012:259.
[427]

191

=}

Concretely, this notion refers to players such as YouTube or Facebook.
¥ DSM Directive art.2(6).

¥ DSM Disective art, 17(1).

193 DSM Directive, recital 37,

19 DSM Directive art.17(3).

195 DSM Directive art. 17(4).

196 DSM Directive art.17(9),

97 B-Commerce Directive arts 12(3) and 14(3).

1% InfoScc Directive art.8(3).

= =

%
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iended by the program.’'? By confrast, although the initial acquuer of a
computer program accompanied by an unlimited user lcence is entitled
that copy and their licence to a new acquirer, they may not, however, in
ere the original material medium of the copy that was initially del;ven ed
as been damaged, destroyed or lost, provide the back-up copy of that
o that new acquirer without the authorisation of the rightholder.?"?

technical nature of the work, it specifies certain acts which may imply (hé e
tion and therefore need the previous consent of the right owner, such
ing, the displaying or the running of the program. In addition, unliké the
Directive, it provides that the exclusive rights include the right to tranisia
arrange or alter the program. At the same time, the Directive on compuier
provides for a range of specific exceptions to the reproduction right forth
of the lawful acquirer or the person having the right to use a copy of th,
Although the Directive on computer programs does not include anjf]
regarding a right of communication to the public, it is generally accepte
general right defined in the InfoSoc Directive (as lex generalis) rémaj
plicable to a computer program.2” That being said, the CIEU took the vie
with regard to the graphical user interface of a computer program, the bi
ing right does not apply. In particular, it considered that the mere dlsplaym
an interface during a TV broadcast does not require the consent of the: cof
holder for the interface cannot be used to activate the program in such a'¢

4, Protection for databases

{a) Original databases

t protection The TRIPS agreement®™ and the WCT?'5 provide that
ons of data (databases) which by reason of the sclection or arrangement
sontents constitute intellectual creations, are protected as such by copyright.
siruments add that this protection does not extend to the data or the mate-
fand is without prejudice {0 any copyright subsisting in the data or mate-
aihed in the compilation. In other words, the copyright protection relates

Exceptions The Directive on computer programs provides for a nu ucture of the database, nof the content thereof,

specific exceptions which take into account both the complex nature of
and the use which is contemplated. Those exceptions?® enable the lawful
the person having the right to use a copy of the program: to perfo;
reproduction—e.g. adaptations or arrangements—which are necessar
intended purpose of the program, including error correction; to make:
copy if this is necessary for the use of the program; to observe, study or te
certain limits, the functioning of the program in order to determine the id
principles which underlie any element of the program; to reproduce the'co
translate it in order to achieve interoperability, within certain limits and sul
strict conditions. With regard to the exception permitting to observe, study
the program, the CIEU ruled that the right owner may not prevent, by
the licensing agreement, the licensee from enjoying that exception, on conditi
the licensee does not infringe the exclusive rights of the owner in that prog

requirement In line with these instruments, the EU Directive on
es216 grants copyright protection for databases which, by reason of the selec-
arrangement of their contents, constitute “the author’s own” intellectual
oil: No other criteria shall be applied to determine their eligibility for that
217 The notion of anthor’s own intellectual creation refers to the criterion
iginality”. As a consequence, a database is eligible for copyright protection
author made free and creative choices when they selected the data or ar-
m. That may be the case, for instance, for a database dedicated to special
visit” in a city, when the selection of the places or the presentation of the
flects originaliity.

ing the structure versus creating the data  In Football Dataco the CIEU
‘that the concepts of “selection” and of “arrangements” refer respectively
élection and the arrangement of data, through which the author of the
ise gives the database its structure.?'® By contrast, those concepts do not
0 the creation of the data contained in that database. As a consequence, the
ual effort and skill of creating data are not relevant in order to assess the
ty of the database that contains them for the copyright protection.

Exhaustion and downloaded copy If the copyright holder has authoi
downloading of a digital copy of their program, they cannot prevent a resale
copy in a situation where they have also conferred a right to use that copy
unlimited period, in return for a fee corresponding to the economic value of th
of the work.2"* In such a situation, the exclusive distribution right of the :(_)
holder is exhausted. The so-called licence granted by the righﬁ owner: a
constitutes a sale, Hence, the “licensee” is entitled to resell the “user licenc
the digital copy, without the consent of the right owner, provided that the
makes his own copy unusable. Another consequence of this scenario i§
purchaser of the “user licence” and the copy of the program is to be consid
lawful acquirer of the copy so that, in accordance with art.5(1) of the Dir
compuier programs, they may perform acts of reproduction which are necess

inality” versus “skill and labour” Moreover, the laiter decision of the
confirmed that the criterion of originality is satisfied when, through the selec-
varrangement of the data which it contains, its author expresses his creative
:in an original manner by making free and creative choices. Hence, the fact
setting up of the database required significant labour and skill of its author

oft v Oracle {C—128/11) BU:C:2012:407,

ks v Microsoft (C-166/15) EU:C:2016:762.

10(2) TRIPS.

1.5 WCT,

iréctive 96/9 on the egal protection of databases [1996] OJ L.77/20 {hereafter: “Databases
ctive”),

atabases Directive art.3,

aotball Dataco v Yahoo (C—604/10) EU:C:2012:115.

[429]

7 Strowel and Derclaye, Droit d’autenr et numérique (Brussels, Bruylant, 2001), p.216
X8 Bezpelnosti saftwarovd asociace v Ministerstve kultury (C-393/09) EU:C:2010:816
¢ Directive on computer programs arts 5 and 6. :
MO SAS Institute v World Programming Ltd (C-400/10) EU:C:2012:259.
A Usedseft v Oracle (C—-128/11) EU:C:2012:407.
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jut fon.of | ight, i i : or similar pr -on asi ual
cannot as such justify the protection of it by copyright, if that labour and thq Jectro-optical processes or any other similar processes, or on a simple man

do not express any originality in the selection or arrangement of that data, Brocess.*?

po.utilisation  The notion of “re-utilisation™ refers to any form of making avail-
e]e {o the public all or a substantial part of the contents of a databasezzyTthhje
Protection for non-original databases Non-original databases are not eligib] distribution of copies, by 1§nt1ng, by on]mg or Oth.elI: fcn.ms 01 U?ET:ZSIS& ks
for copyright protection. Under EU law, however, they may be protected by ang ncept is very broad. Fgr instance, there is _— 1satlonf 5 E?Ihin allfthe i
kind of right, namely a sui generis right. As opposed to the copyright, which re] meta search engine provides any end user with a means of searching

cordi 'ovi i nts of that
to the structure of the database, the latter relates to the content of the databage, yrotected database and, accordlng])_/, provides access to tl'fc entire gontbe{ o
base by a means other than that intended by the maker of that database.

(b) Non-original databases

“Sui generis” right versus copyright The mere fact that a database is nof
original does not mean that is deprived of the so-called sui generis prote ction, The
copyright and the sui generis right amount to two independent rights whose ol , - | .
and conditians GE application.are:diftbrent 49 ) Context The increased use of portable devices suc_h as tablets and snﬁaltghomts
es consumers easier access to online content services no matter where they are

ted. This created a need to maintain this access not only in their own 001‘mt1'y
here they have taken a subscription, but also dui'mg a_temp‘orar.y stay abloa(ii
ever, specific legislation prohibits the retransmission of certain protecﬁte
tent, such as audiovisual material protected by copyright and/c_n‘ nelghl?oul ing
ghts, or even of non-protected content such as sports events, which are licensed

on a territorial basis.

5, Cross-border portability of online content services

A relevant investment For the benefit of the sui generis right it my
established that there has been qualitatively and/or quantitatively a substan
investment in either the obtaining, verification or presentation of the contents of
database. The notion of “investment” refers to resources, regardless of the ey
nature thereof, such as efforts, labour or expenses. The required investment ne
to focus on the collecting of materials, or the monitoring of their accuracy, or
presentation, An investment which achieves only one of these three objectives m , i . _
be sufficient. As opposed to such an investment, resources which are used to EU Regulation An EU regulation of 201772 makes it possible for consumers
ate informative materials or to verify them at the stage of their creation may not within the borders of the EU to maintain further access, for the duration of their
taken into account.?? As a consequence, resources used by a rail-transport op mporary stay, (o music services, drama series, e-books, games, sports broac_icgsts
tor to create a timetable for the trains which it operates may not, as a rule, be d the like. These rules only apply to European citizens who ha.ve a sul')scriptmn
considered a relevant investment, unless the operator succeeds in proving that th such content in their country of normal residence and temporarily stay in anotl*_lcr
made substantial investments different from those for creating the data, for insta lember State, for instance for their holiday or work. Regardless of any contradic-
in the presentation of the data. 1y clause, these citizens will be allowed to “carry” their subscription for the dura-
on of their travel or temporary stay in the European Union and thus keep access
) their favourite music, films, games, television series or sports competitions. T_o
hieve this result, the legal fiction is established that the o_nlme content service l?
leemed to take place exclusively in the Member State of residence of the §ub§crlbel.
This is a handy technique to mitigate the consequences of t.he principle ?f
territoriality.?” As regards the providers of pay online content services, the Regulc?-
tion includes an obligation on their behalf to open content outside their own borders
to their traveling subscribers.

Scope of protection Once the evidence of the relevant investment is provi
the sui generis right enables the maker of the database to prevent extraction an
re-utilisation of the whole or of a substantial part, evaluated qualitatively and,
quantitatively, of the contents of that database.22! Moreover, the maker of 16
database can prevent repeated and systematic extraction and/or re-utilisation of
insubstantial parts of the contents of the database implying acts which conflict
a normal exploitation of that database or which unreasonably prejudice its legiti
interests. i

Extraction The notion of “extraction” refers to the permanent or tempo
transfer of all or a substantial part of the contents of a database to another mediu
by any means or in any form.? In Directmedia the CJEU observed that the notion
of extraction is not dependent on the nature and form of the mode of operation used.
Therefore, it is immaterial that the transfer is based on a technical process of cop
ing the contents of a protected database, such as electronic, electromagneti

Directmedia v Albert-Ludwigs-Universitat Freiburg (C-304/07) EU:C:2008:552, para.49.
Databases Directive art.7(2)(b). 2013650

Innoweb v Wegener (C-202/12) EU:C:2013:850. ) o )
Regulation (E%) 2017/1128 on cross-border portability of online content services in the internal
_ market [2017] OJ L168/1.

7 See para.8-005.

29 Football Dataco v Yahoo (C-604/10) EU:C:2012:115, para.27,

20 British Horseracing Board v William Hill (C-203/02) EU:C:2004:695,
21 Databases Directive art.7.

22 Databases Directive art.7(2)(a).
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ervices of other players on the market. By means of the mark the consumer
{ be able to recognise the origin of the goods from a particular company. This
irement excludes signs that are exclusively descriptive of characteristics of the
dJs or services for which they are used (e.g. mint taste for chewing gum) or have
ome generic (e.g. the sign “L” for driving schooling).?' However, inherently
distinctive signs may still qualify for registration on the basis of evidence that
mark has acquired distinctiveness through use on the market. Second, the
emark may not consist of a prohibited sign, e.g. a sign that is considered to be
st public order or morality, is deceptive or consists of official flags, symbols
ther protected denominations. Also certain functional and aesthetic shapes can-
o be the subject of a trademark registration. Third, the sign should still be avail-
le in the sense that no third party can assert earlier rights through registration or
to the same or a similar sign.

B. TRrADEMARK AND DoMAIN NAME ISSUES

1. Trademark law: the basics
(a) General principles

Introduction Trademarks, in commercial language also termed “brands”, ap,
signature of each company and are crucial to its success. Besides identifying
company’s goods or services to consumers, they constitute a useful tool for g
ing meaningful competition as well as securing a competitive advantage o
market. Trademarks are key in marketing and advertisement. They not m
protect against counterfeiting but also encapsulate the values of the company’s
goods. The important positioning of trademarks is no different for undertaking
are active in an online environment. That is why every commercial entity, wha
its goals and activities, should give particular attention to the development of ¢
trademark strategies. Trademark rights??* differ from other intellectual prope
rights in two major ways. First, they do not require creative efforts, contrary to off
intellectual property rights which are protecting original endeavours (copyrighg
or inventive activities (patent rights). Second, while normally intellectual pro
rights are granted for a limited period, trademark rights can, in theory, creafe
perpetual rights as their statutory term of protection (10 years) is renewab
infinitum.

Registration requirement In most jurisdictions,” a trademark must be registered
‘order to guarantee its holder an exclusive right. The principle of territoriality?
ays an important role here: The exclusive right of the trademark holder applies
only in the geographical area of the country where a registration was obtained. If a
emark was registered in France or in the EU, the proprietor must tolerate use
this sign in Germany or the United States, respectively. The right of priority
ognised by almost all countries in the world (as it is an obligation under the Paris
onvention) mitigates to some extent the etfects of this territoriality principle. By
bmitting an application in one country, the applicant will be given up to six
onths to apply for the same sign as trademark in all other countries. As a
consequence, an application or use by a third party that occurs within six months
* the initial application does not prevent the validity of the subsequent registra-
ion in the country concerned.

A frademark is a sign Most companies opt for a name or logo as a trademark
but trademark law opens more options than merely word or figurative m
Depending on the jurisdiction, also non-traditional signs such as three-dimensio
shapes, colours, sounds, positions, patterns, motion, multimedia, holograms
sometimes also scents and tastes can be susceptible to trademark protection
Trademark signs typically follow-up on emerging trends which is most recen

demonstrated by the increase of applications for #hashtag trademarks. Under
trademark law, each sign can be registered as a trademark on condition that it
be displayed in the register in a manner that is clear, precise, self-contained, eas
accessible, intelligible, durable and objective??® and that it complies with the vali
ity requirements.

Registration systems There are basically three major registration options:
national protection under the laws of each country, regional protection in a group
f countries that have set up such a system (e.g. Benelux or European Union) or
international registration through the Madrid system. The latter does not result
international protection, but provides facilities for obtaining trademark registra-
n in more than 100 countries in the world through one single application at WIPO
(Geneva). In the EU, a uniform trademark right system has been put in place in
1994,23 thus eliminating the effect of the territoriality principle for the entire terri-
tory of the EU. Through a single registration at the EUTPO—filed online, in one
Janguage—the trademark owner obtains an exclusive right in all current and future
EU Member States, i.e. a market of almost 500 million consumers, This unity
system co-exists with the national trademark systems in the individual Member

Validity requirements There are three main requirements for an individual?¥
trademark to be valid. First, the sign must have a distinctive character in the se
that it is able to distinguish the goods and services of the company from the goo

228 The two most important treaties at the international level are the Paris Convention for the Pro
tion of Industrial Property of March 20, 1883, last revised in 1976, and the Agreement on Trade-
Related Aspects of Intellectual Property Rights (TRIPs) signed in 1994 between all the member
tions of the World Trade Organization (WTO).

Due to the (current apparent) inability of smells and tastes to conform to these representation requ
ments, it has until today not been possible to obtain a valid registration for such sensorial sign
the EU. See the CJEU’s landmark case Sieckmann (C-273/00) EU:C:2002:748.

Individual trademarks link the goods and services as originating in a particular company. This in
contrast to the separate categories of collective and certification trademarks whose commion fea
is that they may be used by more than one entity and whose function is to distinguish goods
services possessing characteristics pertaining to common features of the goods or services (e.g. th
fact that the goods or services comply with certain standards or quality criteria). The latter will not
be further discussed.

2

=

1 While a #hashtag alone is a generic symbol, used in conjunction with a product name or campaign
tagline it may function be registrable as such; e.g. registrations in the US for #makeitcount (Nike)
and #cokecanpics (Coca Cola).

5 Common law systems also recognise trademark rights on the basis of mere use.

23 See above, para.8-005.

2% The currently applicable instrument is Regulation 2017/1001 of 14 June 2017 on the European Union

Trademark.

23

S
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- goods or services, thereby either taking advantage ol the distinctive
ter or the repute of the trademark proprietor’s sign, or causing a detrimental
1o the distinctive character or the repute, The latter infringement ground is a
exceptional attribute that is only available 1o proprietors of a mark that has
reputation. In all three cases, action can only be undertaken against third par-
use the sign in commerce (as opposed to private use) and for the purposes
tinguishing the third party’s goods or services (i.e. use “in a trademark
241

States, that to a large extent display similar characteristics due to a larg
harmomsatlon 35

Restricted monopoly  The exclusivity included in trademark rights does 1y
to the monopolisation of a sign in abstracto. Trademark law honouwrs the py
of speciality. This principle requires a sign to be registered in relation to pa
goods and/or services that need to be clearly mentioned in the applicatios
unifted classification system has been established by an international agree;
Furthermore, the monopoly has been tailored by legislators towards the prote
of only specific functions that trademarks perform. These include, firstly, th
essential} origin function: marks serve as the commercial indicator fromy whig
goods or services are coming or are connected. In the EU, additional’
protected functions include the function of quality or guarantee—ma
symbolising the quality of a good or a service and the guarantee of the &xf
tions by the consumers—and the functions of investment and advertising 2%,

ations  As with all intellectual property rights, trademark laws impose
tations to the exclusive rights. In the EU, the proprietor is not entitled to prohibit
ise of signs or indications by third parties which are used fairly and thus in ac-
anice with honest practices in industrial and commercial matters. Such uses
wide the use of the personal name of the third party, the use of descriptive or non-
tive signs or indications in general and referential uses, i.e. the fair and hon-
use of the mark for the purpose of identifying or referring to the goods or
s as those of the proprietor or to draw the consumer’s attention to the resale
uine goods that were originally sold with the consent of the proprietor of the
ark. Also use of a trademark by third parties for the purpose of artistic expres-
i use that can be justified by other fundamental rights and freedoms, and in
icular the freedom of expression, should be considered as being fair as long as
at the same time in accordance with honest practices.

Exclusive rights The registration of a trademark gives an undertak
exclusive right to use the sign?® in relation with its goods or services, Trade
can also be licensed to others, sold or used as collateral for other plans, thus'g
ing value from this intellectual property. Besides these positive attriby
trademark right includes the important negative component to prohibit an
player from using the sign without the authorisation of the trademark pro
However, as a consequence of the specialty principle, the main rule in tra

covered by the registration as well as goods or services which are similar o
Yet, as soon as a trademark acquires a certain reputation, and a fortiori wit
known brands such as Google, Apple, Amazon, Spotify, YouTube and Co
the trademark owner also acquires the right to oppose the use of the mark for
different goods or services in certain circumstances.

{(b) Internet-related conflicts

eral  As discussed above, unauthorised use of a trademark online submits the
the same sanctions as trademark infringement offline. Nevertheless, special
itions have manifested themselves that have given rise to new laws and case-
in relation to, inter alia, the unauthorised use of trademarks in metatags, in
erlinks, on social media and through uses by search engines. Also use of
ected rademark signs in domain names has elicited special attention, as will be
sed below in para.8-106.

Infringement grounds More specifically in the BU, the proprietor of a fra
can undertake action against the use or later registration of its mark in the fo
ing three situations.?™ Firstly in case of double identity, where the sign used b
third party is identical with the trademark and is used for identical goods, o
condition that such use also affects one of the functions of the trader
discussed above, para.8-099). Secondly, there is the case of confusing sinii
where the sign used by the third party is either identical or similar and u
goods or services which are either identical or similar to those for which the
mark is registered, on the condition that such use is likely to cause confusio
mind of the average consumer for the goods in question.? Thirdly, there is:
of dilution-style infringement where a third party uses an identical or similar

itags A metatag is a line of code that contains data about a webpage. Search
gmes typlcally use metatags io retricve information about websites and their
ent with a view to reference them when displaying the results to a search
quest. Metatags can thus also be used by the trademark proprietor’s competitors
e or deceive search engines by makmg unauthorised use of a famous trademark
tract attention to their website. It is generally accepted that such use which is
ed and normally not visible to internet users may amount to trademark
niringement. In Google/Vuitton, the CIEU endorsed this opinion when it decided
ademark legislation only provides a non-exhaustive list of the kinds of use
hich the proprietor may prohibit, taking into account that this list was drawn up
re the full emergence of electronic commerce and the advertising produced in
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The last and currentty applicable instrument is Directive 2015/2436 of 16 December 20
proximate the laws of the Member States-relating to trademarks [2015] OJ L.336/1, -
26 Nice Agreeinent concerning the International Classification of Goods and Services for the
of the Registration of Marks of 1957, S
37 These functions were recognised by the CIBU in Dior/Bellure (C—487/07) EU.C: 200 37
238 Note that trademark laws sanction non-use of the sign (in the EU within a period of ﬁve
tive years) with revocation of the registration.
3% See, resp., art,9.2 ss.{a), (1) and (¢) BU Trademark Regulation 2017/1001.
240 Confusion should be understood as the risk that the public might believe that the goods of
in question come from the same undertaking or economically-linked undertakings. Se
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=

abushiki Kaisha v Metro-Goldwyn-Mayer Inc. (C-39/97) EU:C:1998:442,

se of the sign for purposes other than for distinguishing goods or services is in most Member States
ot qualified as trademark infringement and is subject to the provisions of national (unfair competi-
on or other) laws.

=
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a2 ) . : G gk
that context.* The same solutions regarding liability for infringement wijj an,

e HIAL] . : B def bv invoking an exception that justifies the use.?® This will in particular
to this situation as described hereafter in relation to keyword advertising e & P ! v

. the case for non-commercial or private uses.

Keywords that tri ' : i s
o et tigger adds The iniernet being on o the most i comparatine adveising_Th proprictor o a sk ot cnied
ing prominently placed in the results of a search via a search engine & or beco, ohibit a third party from using a sign in honest comparative advertising. However,
quickly became an important marketing strategy. The question aros & Go_ goon as such comparative advertising does not conform to the specific require-
extent the use of someone “else’s” registered trademark as a ke worg as toidl ents set by Directive 2006/114,2% the use of the protected sign may qualify as
ab111[y and by whom (the advertiser and/or the platform Offering%he Sertl“_lgge li ademark infringement under one of the grounds described above, in para.8-098.
question was_key toa n}lmbel' of court decisions throughout Europe that cvlﬁﬁan 1 is will be the case for advertising that is misleading, does not make an objective
i?;g: E?]lflfi\:]ﬂne%ﬁgéucthl;nes b)é the CJEU.“‘* The advertiser may indeed be liable | mparison, does take unfair advantage of the reputation of a trademark, presents
trademark’s gl'otec[tledl fuizt?oéc{s:ezgg‘?t)c;n ‘l:!e demonstrated to one of ' poods or services as a replica of the goods or services bearl.ng a protected trad'emark
trademark as an “AdWord” a dversely affefc::té tl?le lolﬁtaincfe’ anladvertlser’s use or creates confuann among traders, between the advemsgr and a competitor or
if an advertiser’s advertisement shown as search I'SSU]% f';lsg?m(‘)ﬂ of the trader wetween the advertiser’s trademarks and those of a competitor.
link between the advertiser and the trademark owner. The sajr(n[:c)alese?'[s e : : .
where the advertisement and its content, although not Talsely pstfs%;?isnmt[}?e 3 2 Conflictrwith domalnzinics
ence of such an econpmic link, is vague regarding the origin of the gOOdsgor e e . . ‘ o . ‘ .
so that “a normally informed and reasonably attentive Internet user” i T Definition It is hard to imagine life on the internet without domain names. The
determine whether the advertiser is a third party or the trademark own?a:lz?lg ab latter obey to the rules and procedures of the hierarchically structured Domain
pther hand, no liability under trademark law was found on behalf of thé dOI'1 Name System (DNS).2® A domain name represents the IP address that today
ing service provider lacking use by the latter of the sign “as a tradeamve‘ -' consists of 32 bits that are converted into decimal numbers separated by dots which
d.lgtl.n.gulsh its own services”. This conclusion leaves, however, possible thir dar ' enables computers to locate and communicate with one another. Because it is not
hablht.y qnaﬂ’egted, subject possibly to a safe harbour defence that can be invg easy to memorise those numbers, each number group matches a given name: the
by an intermediary whose interventions are of a mere passive nature.24 domain name, which is composed of a string of letters that identifies and locates a
Use of . . erson, company or organisation on the internet. Domain names are organised in
sosrfl:tirg;d:cl:)?rril}{)i t{::ntgotﬁal media ste of tradema.rkS on social media m ubor_dinate levels (subdomains) of the DNS root domain. Every domain name is
trademark proprictor, Emplo Ci rll‘c}:Ete 0 tlhe ;‘ne}rk, but it may also .fl‘l.lstra e constituted of at least two parts. A ﬁrs@ part, termed the second-leyel domain, with
—— th‘e idelznity ng th: lUSt}lfl en‘plcement technlques will not alw, :i']'ee.-t()«choose name or word (combination) and a second part, Le. the first Ieyel
entweighi-fhe dissvaniages 1):1 ok lnfrmgel is uncl'ea_r and will anyhow often omam,.that Follows.atter the dot and ?efers to the top-level-domain (TLDS) wh1lch
o T S e [fs 0 col;:'t and du1allqn. An efficient weapo an bu? either a generic top-level domains (gTLDs), such as the prominent domains
that have included & prohibitionpt c?i lfé-rir,:si dlfett])n()‘lf, Tw1ltte1', Instagram, YquTu om, info, n.et, edu, and org, E)r a cox.mtry cod_e top-level dqmams (cc.TLDs) such
their terms of service and have developcdgpr§c:dLllffl:ssf:)r:‘lz';zmuall?ropert-y o -hett(lBeigth‘l') s o -Othl’;; l():miﬁny BXtICI;lS_iOD.nge }?th:;\li?nlb? flef‘gléd‘lﬂsf .
violations. Such reports will trigger the removal of the infi "em'ar (.)Wnem‘tore Dmf i\ex' enbtlioll\lls &Pplﬂvg N . b * COE rOh ilng i Y' i ( ) Cl'ﬂed 2y o ?“
(e Should thenFore:consides dies e infringing sign. T'ade“f on for s_s,lgne ames f'm. -urp ers). Bach domain name is unique an Imaj?/ only
: ‘ gning up for such social media watch ser e registered once. The registration of a domain name 1s usually administered by
a.nd provide them w1t-h pl:OOf of their registrations. Not every use will, however, by domain name registrars who sell their services to the public.
treated as trademark infringement.**” Some users may also be able to rely on a fobl d ks As the ch f th d and further sub-level
Problems with trademar s the choice of the second and further sub-levels
of a domain name is free, companies will often opt to have their trademarks ap-
pear in the domain name as it may contribute to their visibility and repute.
= Gl e SAL G . o Vo Mt 4 i s - QRO v gy s i en o sl S s
243 ;?1 ;fi‘:{?;ﬂclt'; g:?:;i‘i‘:’g‘:;“fj icsl,a Wﬂfdw or phrase which can be used by an advertiser o if they can assert proper rights to the sign which is a plausible situation in view of
see ads from advertisers who havlj: ;2111:;-6‘1 tlzlenka Sea‘rccii‘Il engfnc i t)_fpes in a keywordy i
e e i lEChnolog; eyword to display their ads. Google Adwords an ! ) ‘ _ o '
%4 Google France SARL and Google Inc, v Laui:; Vuitton Malletier SA Goined Casce COURERR do with the prc_}du,n!:t or service for which the trademark was granted is not a violation of Instagram’s
245 €208 BUIC 2010:159, 3 1 24 ll;?g:tllls]?;g gggsg i'rom ara.8-021
gfgg:; 0‘; ; ‘g'ﬂeég‘;é"l‘% "'l';f; .G(’Ug’e Ine. v Louis Vuitton Malletier SA (Joined Cases C—-236/08 10 g}rfgl_l\; 2(1)061’1 14of lgDecember 2006 concerning misleading and comparative advertising [2006]
246 .

Discussed above, from para.8-070.
See, e.g. Instagram’s policy providing that “Using another’s trademark in a way that has nothin

[436]

0 This is the internet naming system by which networks, computers, webservers, mail servers and other

247
applications are identified.
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INTELLECTUAL PROPERTY RIGHTS: COPYRIGHT AND TRADEMARK ISSuEs ENFORCEMENT ISSUES
the principles of territoriality?> and speciality?? of trademark law. As the doms
name system operates on the basis of the first-come-first-served principle, not my
action can be undertaken by the late trademark proprietor. However, there are 4
unscrupulous individuals and companies active on the internet. These so~ca11
cyber squatters specialise in the business of “trademark grabbing” with the ajy
offer to sell the domain to the person or company who owns a trademark contajya
within the name at an inflated price (see further below on cybersquatting),

qame has been registered and is being used in bad faith. Evidence of bad faith may
ult from, e.g.,”3 (i) circumstances indicating that the domain name was registered
. acquiled primarily for the purpose of selling, renting, or otherwise transferring
the domain name registration to the complainant who is the owner of the trademark
0 service mark or to a competitor of that complainant, for valuable consideration
m excess of the domain name registrant’s out-of-pocket costs directly related to the
domain name; or (ii) the domain name was registered in order to prevent the owner
the trademark or service mark from reflecting the mark in a corresponding
Jomain name, provided that the domain name registrant has engaged in a pattern
of such conduct; or (iii) the domain name was registered primarily for the purpose
of disrupting the business of a competitor; or (iv) by using the domain name, the
interest in this name. Cyber squatters typically register such domain names v domain name registrant intentionally attempted o atiract for financial gain, internet
intent to profit from the goodwill or repute of a trademark belonging to anofh : users to the registrant’s website or other online location, by creating a likelihood
Their ultimate aim is to sell the domain name to the rightful persons or underts of confusion with the complainant’s mark as to the source, sponsorship, affiliation
ings or to attract internet users to their own website. Even though they clearly or endorsement of the registrant’s website or location or of a product or service on
in bad faith, the cost of litigation often forces trademark owners to succumb to the registrant’s website or location. Since its adoption in 1999, the UDRP caseload
squatter’s demands. has grown continuously whereby consensus positions have emerged on the assess-
ent of various questions raised by the aforementioned criteria.?*® This overview
provides invaluable guidance for parties to domain name disputes.

Cybersquatting and related activities Cybersquatting, also known as domgj
squatting, is the abusive registration of a domain name the second (or other) [¢
of which is identical or similar to a trademark, trade name, surname or any oth
denomination belonging to another person, without having a legitimate righ

Special proceedings to fight bad faith registrations To fight the ongoing
phenomenon of bad faith registrations, ICANN has set up an expedited adminij;
tive proceeding known as the Uniform domain name Dispute Resolution Polj
(UDRP). It is a time- and cost-efficient form of alternative dispute resolution (AD
to-resolve internet domain name disputes, without the need for court litigation, Aj;
trademark proprietor can submit a complaint under the UDPR to one of the a
proved dispute-resolution providers, amongst which the WIPO Arbitration and
Mediation Centre?? is best known. The UDRP is mandatory for most gTLDs bug
many c¢TLDs have also adopted this policy on a voluntary basis. Comparab
procedures have been set up by regional or national domains, such as by EURID
in the .eu domain or by DNS Belgium in the .be domain. Obviously, also usu
trademark infringement proceedings can be used against abusive registrations, but
their costs and length are often higher than the compensation proposed by the cyber
squatter. Finally, some countries have enacted specific laws against cybersqu
ting beyond the normal rules of trademark law. The United States, for example, has.
the US Anticybersquatting Consumer Protection Act (ACPA) of 1999 and Belgi
enacted in 2003 a law on the illegal registration of domain names, 2

C. ENrorceMmeNT Issues

P right versus other fundamental rights  As the Commission has stressed in its

‘Guidance on the Enforcement Directive’,25 the rules set out in this Directive must
be interpreted and applied in such a way that not only is the specific fundamental
right to intellectual property safeguarded, but other fundamental rights at issue are
also fully considered and respected. The latter rights can include, as the case may
be, the rights to effective judicial protection and to protection of privacy and
personal data, as well as the freedoms of expression and to conduct a business.
Through a range of subsequent decisions, the CIEU has provided increasing guid-
ce on how to strike a fair balance between those different conflicting fundamental
hts, inter alia when deciding on right of information requests and the awarding
injunctions against internet service providers whose services are used by third
parties to commit an infringement on an intellectual property right>® The CJEU
provided guidance in other contexts, including in the context of a claim for dam-
UDRP scope of application According (o para.4(a) of the UDRP, this administra- ‘ages against the owner of an internet connection.?®
tive procedure is available for disputes concerning an alleged abusive registration
of a domain name; that is, which meets the following criteria: (i) the domain nami
registered by the domain name registrant is identical or confusingly similar (o a
trademark or service mark in which the complainant (the person or entity bringing.
the complaint) has rights; and (ii) the domain name registrant has no rights
legitimate interests in respect of the domain name in question; and (iii) the domain

The following text is taken from the WIPO Guide to the Uniform Domain Name Dispute Resolu-
tion Policy, available at hitps:/fwww.wipo.int/amc/en/domains/guide/.

See Version 3.0 of the WIPO Overview of WIPO Puanel Views on Selected UDRP Questions, released
in May 2017, available at hiips:/mwww.wipo.int/ame/en/domains/search/overview3.0 [Accessed 17
September 2019].

Commission Communication, Guidance on certain aspects of Directive 2004/48 on the enforce-
ment of intellectual property rights, 29 November 2017, COM (2017) 708 final, p.10 (“Guidance
on the Enforcement Directive”).

Enforcement Directive arts 9 and 11; InfoSoc Directive art.8(3). For further discussion of the enforce-
ment of intellectual property rights by employing injunctions to compel intermediaries to provide
assistance, see Husovec, Injunctions Against Intermediaries in the European Union: Accountable
But Not Liable? (Cambridge, Cambridge University Press, 2017), p.290.

9 Bastei Liibbe v Strotzer (C— 149/17) EU:C:2018:841.
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25

Under this principle, identical or nearly identical trademarks can exist in different geographic are
at the same time without the issue of trademark infringement ever arising, This principle is of cou
challenged by uses on the Internet.

252 Discussed above, para.8-098.

253 See http:/fwww.wipo.int/ame/en/domains./

254 See Book XII, Title I of the Belgian Code of Economic Law.,
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Injunctions and filtering obligations  For instance, in Searlet,* the CIEU foyny
that requiring an access provider (o install a general filtering system in ordep
prevent copyright infringements would not be compatible with EU law and
protection due to fundamental rights, when the system to be installed was
filtering:

e all electronic communications passing via its services, in particular thegs
involving the use of peer-to-peer software; '

e which applies indiscriminately to its customers;

°  asapreventive measure;

e exclusively at its expense; and

e for an unlimited period.

The CJEU considered that such an obligation upon the intermediary woy]q
impose a general monitoring obligation in breach of art.15 of the E-Comm
Directive. Moreover, this obligation would violate the intermediary’s freedom
conduct business, due to the costs and the complexity of the system. In additig
would conflict with the freedom of expression of the internet users because 0
risks of unjustified over-blocking.

Injunctions and blocking obligations In a different direction, the CJEU provided
useful indications in UPC-Telekabel?s' to support an injunction against an intern
access provider. First, it clarified that the order sought must not necessarily lea
a complete cessation of the infringements. Tt may be sufficient that it makes
infringing acts difficult or seriously discourages them. Next, it found that e
though the measures to be taken by the intermediary may not unnecessarily a
the internet users’ freedom to lawfully access information, under cer
circumstances, they might require the blocking of an entire website, in partic
in cases of large scale infringements or infringements occurring in a struc
manner. Moreover, it observed that the specific measures aiming at the termina
tion or the prevention of the infringements may be determined by the intermedi
ary themselves—instead of by the judicial authorities. In such cases, the auth
ties will nonetheless have to verify whether the measures are sufficiently effecti
and at the same time, sufficiently compliant with the fundamental rights of the
ties concerned including the internet users’ freedom of information. On this
point, the CJEU emphasised that the internet users should have the possibilit
assert their rights once the measures are known.

Dynamic injunctions  As it may appear from the Commission’s Guidance on the
Enforcement Directive, 2 further harmonisation remains desirable to ensure that all
the EU Member States provide for the possibility of forward-looking, catalog
wide and dynamic injunctions against internet service providers. In particu
dynamic injunctions appear necessary to avoid situations in which materially
same website becomes available immediately after issuing the injunction witha
ferent IP address or URL. To this end, the dynamic injunction is drafted in a way
that allows to also cover the new IP address or URL without the need for a n
judicial procedure to obtain a new injunction.

260 Scarlet Extended v SABAM (C-70/10) EU:C:2011:771.
81 UPC Telekabel (C-314/12) EU:C:2014:192,
262 Guidance on the Enforcement Directive, p-21.
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